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-- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-1 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) : are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) |3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 4/16/2004 . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 10212004 
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DETAILED ACTION 



Specification 

. 1 . The disclosure is objected to because of the following informalities: 

The sub-headings for various sections of the specification are not in accordance with the 
guidelines. It is suggested that headings be replaced with below-mentioned subheadings 
in the specification in order to present the disclosure properly. 
Refer to followings: 

The following guidelines illustrate the preferred layout and content for patent 
applications. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

The following order or arrangement is preferred in framing the specification and, except 
for the title of the invention, each of the lettered items should be preceded by the headings 
indicated below. 

(a) Title of the Invention. 

(b) Cross-References to Related Applications (if any). 

(c) Statement as to rights to inventions made under Federally-sponsored research and 
development (if any). 

(d) Background of the invention. 

1 . Field of the Invention. 

2. Description of the Related Art including information disclosed under 37 
CFR 1.97-1.99. 

(e) Summary of the Invention. 

(f) Brief Description of the Drawing. 

(g) Description of the Preferred Embodiment(s). 

(h) Claim(s). 

(I) Abstract of the Disclosure. 
Appropriate correction is required. 
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Art Unit: 3673 

2. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent and should include that 
which is new in the art to which the invention patains. If the patent is of a basic nature, the entire technical 
disclosure may be new in the art, and the abstract should be directed to the entire disclosure. If the patent is in the 
nature of an improvement in an old apparatus, process, product, or composition, the abstract should include the 
technical disclosure of the improvement. In certain patents, particularly those for compounds and compositions, 
wherein the process for making and/or the use thereof are not obvious, the abstract should set forth a process for 
making and/or use thereof If the new technical disclosure involves modifications or alternatives, the abstract should 
mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications of the 
invention and should not compare the invention with the prior art. 

,Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 



3. The abstract of the disclosure is objected to because of the phrase, "We have here an 
inexpensive easily installed means for. . . " In lines 1-2. It is suggested to be — A device for 

preventing aquatic weeds is accomplished. ... — . Further, semicolon in the abstract is 

suggested to be replaced with comma. Correction is required. See MPEP § 608.01(b). 



Claim Rejections - 35 USC § 112 
4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



5. Claims 3, 6, 8 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. 

Re claim 3: The phrase, "similar to" in line 2, renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 

Re claim 6: The phrase, "such as" in line 2, renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Re claim 8: The limitation, "the gas release ports" in line 1 lacks clear antecedent basis. It 
appears to be dependent upon claim 7 and has been treated as such. 

Re claim 9: The limitation, "the slits" in line 1 lacks clear antecedent basis. It appears to 
be dependent upon claim 1, and has been treated as such. 

Appropriate correction is required. 



Claim Rejections - 35 USC§103 
6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. Claims 1-3 as understood, 4 and 6 as understood, are rejected under 35 U.S.C 103(a) as 
being unpatentable over Kozak et al (US 6,558,079). 

Kozak et al discloses a method and apparatus comprising of a strip of plastic/polymeric 
films (182, 184, 186) with a transverse hold down means/heavy adherent substance/ballast (200) 
attached thereon and the plastic strip is located longitudinally, the polymeric/plastic film having 
an inherent toughness for withstanding the abrasive action of water and rocks (see Fig. 4; col. 10, 
lines 11-32). 

With respect to the dimension of the plastic strip and the distance for the placement of the 
strip, an artisan within the ordinary skill in the art would have decided the dimension and 
positioning distance for the strip of plastic in order to effectively cover the desired area to be 
treated. 

With respect to the specific gravity of the polymeric material, it would have been obvious 
to one of the ordinary skill in the art at the time the invention was made to provide one or less 
than the water specific gravity by controlling the dimension of the plastic and further changing 
the material to manufacture. 

8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kozak et al in 
view of DeGarie (US 6,357,964). Kozak et al have been discussed above. 

However, Kozak et al fails to disclose or fairly suggest tubes as the hold down means 
filled with heavy materials. DeGarie discloses a drainage system with membrane cover for 
covering the reservoir having a cover (22) with a plurality of weights which is tubular shaped 
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(34) to hold down the cover (see Figs 1-2; col.l, lines 31-33; col.4, lines 8-54). 

Therefore, in view of DeGarie et al, it would have been obvious to one of the ordinary 
skill in the art at the time the invention was made to replace the hold-down means with the 
tubular shaped weight in order to hold the tubular weight together with side-by-side relationship 
for equal distribution of the holding weight. 

9. Claims 7-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kozak et al 
in view of Fletcher (US 4,481,242). Kozak et al have been discussed above. 

However, Kozak et al fails to disclose or fairly suggest gas release port in the plastic 
sheet located in the drain/irrigation ditch. Fletcher discloses an aquatic weed barrier comprising a 
strip of plastic films having a plurality of gas release ports (26, 28) which may be slit or holes 
(see Figs. 4-9) angled or longitudinally arranged on the pastic film in a ditch/irrigation channel 
(27) (see Figs. 1-11; col.2, lines 53-68; col.3, lines 1-13). 

Therefore, it would have been obvious to one of the ordinary skill in the art at the time 
the invention was made to modify the plastic/polymeric liner cover of Kozak et al. by placing it 
on the channel of the irrigation ditch and providing a plurality of gas release holes/slits as taught 
by Fletcher in order to successfully perform the weed barrier function. 

With respect to the specific gravity of the polymeric material, it would have been obvious 
to one of the ordinary skill in the art at the time the invention was made to provide greater than 
the water specific gravity by controlling the dimension of the plastic and further changing the 
material to manufacture. 
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Conclusion 



10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Other references disclose a method of providing earth covering useful for water 
harvesting, a waterproofing barrier and a seed bed cover, 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jong-Suk (James) Lee whose telephone number is (703) 308- 
6777. The examiner can normally be reached on 6:30 am to 3:00 pm, Monday thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather C. Shackelford, can be reached on (703) 308-2978. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



J. Lee /jjl 
October 21, 2004 




Jong-Suk (James) Lee 
Primary Examiner 
Art Unit 3673 



Attachment: i) APPLICANT'S RESPONSE 



ii) Copies of 37 CFR 1.111-1.121; MPEP 608.01 (i); MPEP 608.01 (m) 



(Applicant may refer to APPLICANT'S RESPONSE as a guide for amendments 



to the specification and claims.) 



iii) Revised Amendment Practice: 37 CFR 1.121 changed 



APPLICANT'S RESPONSE 



The remainder of this Office Action consists of general information for the Applicants 
benefit. Please see the enclosed copies of Title 37 of the Code of Federal Regulations, 
Sections 1.111-1. 121 for details concerning the examination process and the requirements for the 
Applicant's response. Section 1.121 deal specifically with the subject of amendments to the 
specification, claims and drawings. 

Unless the Office explicitly requests the return of a paper, all papers mailed to the 
Applicant are intended to be kept by the Applicant for his own records. 

1. AMENDMENTS TO THE SPECIFICATION 

Any amendments to the specification must be presented as a list of additions and deletions, 
referring to the passages in question by page and line. No new matter may be entered. 
It is not necessary to submit a new specification unless one has been required by the Examiner. An 
example of an amendment to the specification might appear as follows: 
On page 16, line 12, change "effect" to —affect—. 
On page 23, line 4, insert -bucket- after "backhoe". 

2. AMENDMENTS TO THE CLAIMS 

The enclosed copies of the Manual of Patent Examining Procedure, Sections 608.01(i) and 
608.01(m) outline the proper format and content of the claims. For examples of the correct 
format, please see the claims in the enclosed patents. 

Amendments to the claim(s) may also be presented in the above format. The amended 
claim(s) should be completely rewritten as a clean version in accordance with 37 CFR 1.121 
(c)(l)(i), with a marked-up version of the amended claim(s) to 37 CFR 1.121 (c)(l)(ii). In the 
marked-up version, the additions to the claim should be underlined. Further, any deletions from a 
claim must be enclosed in brackets. No new matter may be entered. 

As an example for a marked-up version, if a claim for a chair were originally written as 
follows: 

1. A chair comprising a horizontal seat, a vertical back, and a plurality of vertical support 
members. 

An amended marked-up version of this claim might then be written as follows: 
1. (Amended) A chair comprising a horizontal seat, a 

vertical back, and [a plurality of] four vertical [support members] legs attached to said 

seat . 

In this example, the words "a plurality of and "support members" have been deleted from 
the claim. The words —four- and —legs attached to said seat— have been inserted. 

If the specification or drawings originally described the inclusion of four legs on the chair, 
the new limitation of "four legs" in the claim would not constitute new matter. - 

3. ARGUMENTS 

If an Office Action contains a rejection or objection to the claims, the Applicant MUST 



respond with arguments under the heading "Remarks", pointing out disagreements with the 
Examiner's contentions. The Applicant must also discuss the references applied against ,the claims, 
explaining how the claims avoid the references or patentably distinguish from them. The applicant 
must respond to every ground of rejection and objection set forth in the Office Action. For more 
details of the amendment process, the Applicant is referred to the attached photocopies of 37 
CFR Rule 1.121. 

4. NEW MATTER 

As previously mentioned, no amendment to the specification, claims, or drawings may 
introduce new matter. "New matter" constitutes any material which meets the following criteria: 

1. it is added to the disclosure (either the specification, the claims, or the drawings) after 
the filing date of the application, and 

2. it contains new information which is neither included nor implied in the original version 
of the disclosure. This includes the addition of physical properties, new uses, etc. 

Please see the enclosed copy of Title 37 of the Code of Federal Regulations, Section 
1 . 1 2 1 for details of "new matter" . 



Manual of 

PATENT 

EXAMINING 
PROCEDURE 

Original Eighth Edition, August 2001 
Latest Revision February 2003 
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Appendix R PATENT RULES 



Title 37 - Code of Federal Regulations* 
Patents, Trademarks, and Copyrights 



CHAPTER I — UNITED STATES PATENT 
AND TRADEMARK OFFICE, 
DEPARTMENT OF COMMERCE 

SUBCHAPTER A - GENERAL 



PATENTS 

Pari 

I Rules of practice in patent cases 

3 Assignment, recording and rights of assignee 

4 Complaints regarding invention promoters 

5 Secrecy of certain inventions and licenses to export and 
file applications in foreign countries 

7 (Reserved] 

Index I - Rules pertaining to patents 

PRACTICE BEFORE THE 
PATENT AND TRADEMARK OFFICE 

10 Representation of others before the United States 

Patent and Trademark Office 
Index II - Rules relating to practice before the 

United States Patent and Trademark Office 
15 [Reserved] 
15a [Reserved] 



SUBCHAPTER B — GOVERNMENT 
INVENTIONS JURISDICTION 

100 [Reserved] 

101 [Reserved] 

102 Disclosure of government information 

SUBCHAPTER C— PROTECTION OF 
FOREIGN MASK WORKS 

150 Requests for Presidential proclamations pursuant 
to 17 U.S.C. 902(a)(2) 



SUBCHAPTER A - GENERAL 

PART 1 ■- RULES OF PRACTICE IN 
PATENT CASES 

Subpart A - General Provisions 

GENERAL INFORMATION AND 
CORRESPONDENCE 

Sec. 

I . I Addresses for correspondence with (he Patent and 
Trademark Office. 

1 .2 Business to be transacted in writing. 

1 .3 Business to be conducted with decorum and 
courtesy. 

1 .4 Nature of correspondence and signature 
requirements. 

1 .5 Identification of application, patent, or registration. 

1 .6 Receipt of correspondence. 

1 .7 Times for taking action; Expiration on Saturday, 
Sunday, or Federal holiday. 

1 .8 Certificate of mailing or transmission. 

1 .9 Definitions. 

1.10 Filing of papers and fees by "Express Mail." 

RECORDS AND FILES' OF THE 
PATENT AND TRADEMARK OFFICE 

1 . 1 1 Files open to the public. 

1.12 Assignment records open to public inspection. 

1.13 Copies and certified copies. 

1.14 Patent applications preserved in confidence. 

1.15 Requests for identifiable records. 

FEES AND PAYMENT OF MONEY 

1.16 National application filing fees. 

1.17 Patent application and reexamination 
processing fees. 

1.18 Patent post allowance (including issue) fees. 

1.19 Document supply fees. 
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1 .20 Post issuance fees. 

1 .2 1 Miscellaneous fees and charges. 

1 .22 Fee payable in advance. 

1 .23 Method of payment. 

1.24 [Reserved] 

1.25 Deposit accounts. 

1.26 Refunds. 

i .27 Definition of small entities and establishing status as 
a small entity to permit payment of small entity when 
a determination of entitlement to small entity status 
and notification of loss of entitlement to small entity 
status are required; fraud on the Office. 

1 .28 Refunds when small entity status is later established; 
how errors in small entity status are excused. 

Subpart B - National Processing Provisions 

PROSECUTION OF APPLICATION 
AND APPOINTMENT OF ATTORNEY 
OR AGENT 

1 .3 1 Applicants may be represented by a registered 
attorney or agent. 

1.32 [Reserved] ' 4 

1 .33 Correspondence respecting patent applications, 
reexamination proceedings, and other proceedings. 

1 .34 Recognition for representation. 

1 .36 Revocation of power of attorney or authorization; 
withdrawal of attorney or agent 

WHO MAY APPLY FOR A PATENT 

1.41 Applicant for patent. 

1 .42 When the inventor is dead, 

1 .43 When the inventor is insane or legally incapacitated. 

1.44 [Reserved] 

1.45 Joint inventors. 

! .46 Assigned inventions and patents. 

1 .47 Filing when an inventor refuses to sign or cannot be 
reached. 

1 .48 Correction of inventorship in a patent application, 
other than a reissue application, pursuant to 
35U.S.C. 116. 



THE APPLICATION 

1 .5 1 General requisites of an application. 

1 .52 Language, paper, writing, margins, compact disc 
specifications. 

1 .53 Application number, filing date, and completion 
of application. 

1.54 Parts of application to be filed together; filing 
receipt. 

1 .55 Claim for foreign priority. 

1 .56 Duty to disclose information material to 
patentability. 

1.57 [Reserved] 

1 .58 Chemical and mathematical formulae and tables. 

1 .59 Expungement of information or copy of papers in 
application file. 

1.60 [Reserved] 

1.61 [Reserved] 

1.62 [Reserved] 

OATH OR DECLARATION 

l .63 Oath or declaration. 

1 .64 Person making oath or declaration. 

1 .66 Officers authorized to administer oaths. 

1 .67 Supplemental oath or declaration. 

1 .68 Declaration in lieu of oath. 

1 .69 Foreign language oaths and declarations. 

1.70 [Reserved] 

SPECIFICATION 

1 .7 1 Detailed description and specification of the 
invention. 

1 .72 Title and abstract. 

1 .73 Summary of the invention. 

1 .74 Reference to drawings. 

1.75 Ciaim(s). 

1 .76 Application data sheet. 

1 .77 Arrangement of application elements. 

1 .78 Claiming benefit of earlier filing date and 
cross-references to other applications. 

1.79 Reservation clauses not permitted. 
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THE DRAWINGS 

1 .8 1 Drawings required in patent application. 

1 .83 Contenl of drawing. 

1 .84 Standards for drawings. 

1 .85 Corrections to drawings. 
1.88 [Reserved] 

MODELS, EXHIBITS, SPECIMENS 

1 .9 1 Models or exhibits not generally admitted as part of 
application or patent. 

1.92 [Reserved] 

1.93 Specimens. 

1 .94 Return of models, exhibits or specimens. * 

1 .95 Copies of exhibits. 

1 .96 Submission of computer program listings. 

INFORMATION DISCLOSURE 
STATEMENT 

1 .97 Filing of information disclosure statement. 

1 .98 Content of information disclosure statement. 

1.99 Tlurd-party submission in published application. , 

EXAMINATION OF APPLICATIONS 

1.101 [Reserved] 

1.102 Advancement of examination. 

1.103 Suspension of action by the Office. 

1.104 Nature of examination. 

1 . 105 Requirements for information. 

1.106 [Reserved] 

1.107 [Reserved] 

1.108 [Reserved] 

1.109 [Reserved] 

1.110 Inventorship and date of invention of the subject 
matter of individual claims. 

ACTION BY APPLICANT AND 
FURTHER CONSIDERATION 

Kill Reply by applicant or patent owner to a non-final 

Office action. 
1.112 Reconsideration before final action. 



PATENT RULES 

1 . 1 13 Final rejection or action. * 
I.I 14 Request for continued examination. 

AMENDMENTS 

1.115 Preliminary amendments. 

1.116 Amendments after final action or appeal. 
I.I 17 [Reserved] 
1.118 [Reserved] 
I.I 19 [Reserved] 

1 . 1 2 1 Manner of making amendments in applications. 

1.122 [Reserved] 

1.123 [Reserved] 

1.124 [Reserved] 

1.125 Substitute specification. 

1.126 Numbering of claims. 
1 . 1 27 Petition from refusal to admit amendment. 

TRANSITIONAL PROVISIONS 

1 . 1 29 Transitional procedures for limited examination 
after final rejection and restriction practice. 

AFFIDAVITS OVERCOMING 
REJECTIONS 

1 . 1 30 Affidavit or declaration to disqualify commonly 
owned patent or published application as prior art. 

1.131 Affidavit or declaration of prior invention. 

1 . 1 32 Affidavits or declarations traversing rejections or 
objections. 

INTERVIEWS 

1.133 Interviews. 

TIME FOR REPLY BY APPLICANT; 
ABANDONMENT OF APPLICATION 

1.134 Time period for reply to an Office action. 

1.135 Abandonment for fai lure to reply within time period. 

1.136 Extensions of time. 

1 . 1 37 Revival of abandoned application, terminated 
reexamination proceeding, or lapsed patent. 
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1.138 Express abandonment. 

1.139 [Reserved] 

JOINDER OF INVENTIONS IN 
ONE APPLICATION; RESTRICTION 

1. 141 Different inventions in one national application. 

1.142 Requirement for restriction. 

1 . 1 43 Reconsideration of requirement. 

1 . 1 44 Petition from requirement for restriction. 

1 . 1 45 Subsequent presentation of claims for different 
invention. 

1.146 Election of species. 

DESIGN PATENTS 

1.151 Rules applicable. 

1.152 Design drawings. 

1.153 Title, description and claim, oath or declaration. 
I . J 54 Arrangement of application elements in a design 

applications. 

1.155 Expedited examination of design applications. 
PLANT PATENTS 

1.161 Ru les applicable. 

1 . 1 62 Applicant, oath or declaration. 

1 . 1 63 Specification and arrangement of application 
elements in a plant application. 

1.164 Claim. 

1. 1 65 Plant Drawings. 

1.166 Specimens. 

1.167 Examination. 

REISSUES 

1.171 Application for reissue. 

1.172 Applicants, assignees, 

- 1-173 Reissue specification, drawings, and amendments. 

1.174 [Reserved] 

1.175 Reissue oath or declaration. 

1.176 Examination of reissue. 

1.177 Issuance of multiple reissue patents. 

1 . 1 78 Original patent; continuing duty of applicant. 

1 . 1 79 Notice of reissue application. 



PETITIONS AND ACTION BY 
THE COMMISSIONER 

1. 18 1 Petition to the Commissioner. 

1 . 1 82 Questions not specifically provided for. 

1. 1 83 Suspension of rules. 

1.184 [Reserved] 

APPEAL TO THE BOARD OF PATENT 
APPEALS AND INTERFERENCES 

1 . 1 9 1 Appeal to Board of Patent Appeals and 
Interferences. 

1.192 Appellant's brief. 

1 . 1 93 Examiner's answer and reply brief. 

1.194 Oral hearing. 

1 . 1 95 Affidavits or declarations after appeal. 

1 . 1 96 Decision by the Board of Patent Appeals and 
Interferences. 

1.197 Action following decision. 

1.198 Reopening after decision. 

PUBLICATION OF APPLICATIONS 

1.211 Publication of applications. 

1 .2 1 3 Nonpublication request. 

1 .215 Patent application publication. 

1 .217 Publication of a redacted copy of an application. 

1.219 Early publication. 

1 .22 1 Voluntary publication or republication of patent 
application publication. 

MISCELLANEOUS PROVISIONS 

1 .248 Service of papers; manner of service; proof of 

service in cases other than interferences. 
1.251 Unlocatablefile. 

PROTESTS AND PUBLIC USE 
PROCEEDINGS 

1 29 1 Protests by the public against pending applications. 
1.292 Public use proceedings. 
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1 .293 Statutory invention registration. 

1.294 Examination of request for publication of a statutory 
invention registration and patent application to 
which the request is directed. 

1 .295 Review of decision finally refusing to publish a 
statutory invention registration. 

1 .296 Withdrawal of request for publication of statutory 
invention registration. 

1.297 Publication of statutory invention registration. 

REVIEW OF PATENT AND 
TRADEMARK OFFICE DECISIONS 
BY COURT 

1 .30 1 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 

1.302 Notice of appeal. 

1.303 Civil action under 35 U.S.C 145, 146, 306. 

1 .304 Time for appeal or civil action. 

ALLOWANCE AND ISSUE OF PATENT 

1 .3 1 1 Notice of Allowance. 

1.312 Amendments after af lo wance. 

1 .3 1 3 Withdrawal from issue. 

1.314 Issuance of patent. 
1315 Delivery of patent. 

1.3 16 Application abandoned for failure to pay issue fee. 

1 .3 1 7 Lapsed patents; delayed payment of balance of issue 
fee. 

1.318 [Reserved] 

DISCLAIMER 

1 .321 Statutory disclaimers, including terminal 
disclaimers. 

CORRECTION OF ERRORS IN PATENT 

1 .322 Certificate of correction of Office mistake. 

1.323 Certificate of correction of applicant's mistake. 



1 .324 Correction of inventorship in patent, pursuant lo 
35 U.S.C. 256. 

1 .325 Other mistakes not corrected. 

ARBITRATION AWARDS 

1.331 [Reserved] 

1.332 [Reserved] 

1.333 [Reserved] 

1.334 [Reserved) 

1 .335 Filing of notice of arbitration awards 

AMENDMENT OF RULES 

1 .35 1 Amendments to rules will be published. 

1.352 [Reserved] 

MAINTENANCE FEES 

1 .362 Time for payment of maintenance fees. 

1 .363 Fee address for maintenance fee purposes. 
1 .366 Submission of maintenance fees. 

1 .377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to 
expiration of patent. 

1 .378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 

Subpart C - International Processing Provisions 

GENERAL INFORMATION 

1 .40 1 Definitions of terms under the Patent Cooperation 
Treaty. 

1 .412 The United States Receiving Office. 

1 .4 1 3 The United States International Searching Authority. 

1 .4 1 4 The United States Patent and trademark Office as a 
Designated Office or Elected Office. 

1.415 The International Bureau. 

1.416 The United States International Preliminary 
Examining Authority. 

1 .4 1 7 Submission of translation of international 
application. 
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1.4 1 9 Display of currcnlly valid conirol number under the 
Paperwork Reduction Act. 

WHO MAY FILE AN INTERNATIONAL 
APPLICATION 

1 .42 1 Applicant for international application. 

1 .422 When the inventor is dead. 

1 .423 When the inventor is insane or legally incapacitated. 

1 .424 Joint inventors. 

1.425 Filing by other than inventor. 

THE INTERNATIONAL APPLICATION 

1 .43 1 International application requirements. A 

1 .432 Designation of States and payment of designation 
and confirmation fees. 

1 .433 Physical requirements of international application. 

1.434 The request. 

1.435 The description. 

1.436 The claims. 

1 .437 The drawings. 

1.438 The abstract. 

FEES 

1 .445 International application filing, processing and 
search fees. 

i .446 Refund of international application filing and 
processing fees. 

PRIORITY 

1 .45 1 The priority claim and priority document in an 
international application. 

REPRESENTATION 

1 .455 Representation in international applications. 

TRANSMITTAL OF RECORD COPY 

1 .46 1 Procedures for transmittal of record copy to the 
International Bureau. 



TIMING * 

1 .465 Timing of application processing based on the 

priority date. 
1 .468 Delays in meeting time limits. 

AMENDMENTS 

1 .47 1 Corrections and amendments during international 
processing. 

1 .472 Changes in person, name, or address of applicants 
and inventors. 

UNITY OF INVENTION 

1 .475 Unity of invention before the International 
Searching Authority, the International Preliminary 
Examining Authority and during the national stage. 

1 .476 Determination of unity of invention before the 
International Searching Authority. 

1 .477 Protest to lack of unity of invention before the 
International Searching Authority. 

INTERNATIONAL PRELIMINARY 
EXAMINATION 

1 .480 Demand for international preliminary examination. 

1 .48 1 Payment of international preliminary examination 
fees. 

1 .482 International preliminary examination fees. 

1 .484 Conduct of international preliminary examination. 

1 .485 Amendments by applicant during international 
preliminary examination. 

1 .488 Determination of unity of invention before the 
International Preliminary Examining Authority. 

1 .489 Protest to lack of unity of invention before the 
International Preliminary Examining Authority. 

NATIONAL STAGE 

1 .49 1 National stage commencement and entry. 

1.492 National stage fees. 

1 .494 Entering the national stage in the United States 
of America as a Designated Office. 
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§ 1.110 Inventorship and date or invention of the 
subject matter of individual claims. 
When more than one inventor is named in an appli- 
cation or patent, the Patent and Trademark Office, 
when necessary for purposes of an Office proceeding, 
may require an applicant, patentee, or owner to iden- 
tify the inventive entity of the subject matter of each 
claim in the application or patent. Where appropriate, 
the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the date of 
invention may be required of the applicant, patentee 
or owner. See also §§ 1 .78(c) and 1 . 1 30. 

[50 FR 9381, Mar. 7. 1985. effective date May 8, 1985; 
revised, 61 FR 42790, Aug. 19. 1996, effective Sept. 23, 
1996] 

ACTION BY APPLICANT AND FURTHER 
CONSIDERATION 

§ 1.111 Reply by applicant or patent owner to a 
non-final Office action. 

(a) (1) If the Office action after the first examina- 
tion (§ 1.104) is adverse in any respect, the applicant 
or patent owner, if he or she persists in his or her 
application for a patent or reexamination proceeding, 
must reply and request reconsideration or further • 
examination, with or without amendment. See §§ 
1.135 and 1.136 for time for reply to avoid abandon- 
ment. 

(2) A second (or subsequent) supplemental 
reply will be entered unless disapproved by the Com- 
missioner. A second (or subsequent) supplemental 
reply may be disapproved if the second (or subse- 
quent) supplemental reply unduly interferes with 
an Office action being prepared in response to 
the previous reply. Factors that will be considered in 
disapproving a second (or subsequent) supplemental 
reply include: 

(i) The state of preparation of an Office 
action responsive to the previous reply as of the date 
of receipt (§ 1.6) of the second (or subsequent) sup- 
plemental reply by the Office; and 

(ii) The nature of any changes to the speci- 
fication or claims that would result from entry of the 
second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or 
further examination, the applicant or patent owner 
must reply to the Office action. The reply by the 



applicant or patent owner must be reduced to a writ- 
ing which distinctly and specifically points out the 
supposed errors in the examiner's action and must 
reply to every ground of objection and rejection in the 
prior Office action. The reply must present arguments 
pointing out the specific distinctions believed to ren- 
der the claims, including any newly presented claims, 
patentable over any applied references. If the reply is 
with respect to an application, a request may be made 
that objections or requirements as to form not neces- 
sary to further consideration of the claims be held in 
abeyance until allowable subject matter is indicated. 
The applicant's or patent owner's reply must appear 
throughout to be a bona fide attempt to advance the 
application or the reexamination proceeding to final 
action. A general allegation that the claims define a 
patentable invention without specifically pointing out 
how the language of the claims patentably distin- 
guishes them from the references does not comply 
with the requirements of this section. 

(c) In amending in reply to a rejection of claims 
in an application or patent under reexamination, the 
applicant or patent owner must clearly point out the 
patentable novelty which he or she thinks the claims 
present in view of the state of the art disclosed by the 
references cited or the objections made. The applicant 
or patent owner must also show how the amendments 
avoid such references or objections. 

[46 FR 29182. May 29, 1981 : para, (b) revised. 62 FR 
53131, Oct. 10, 1997, effective Dec. 1, 1997; paras, (a) and 
(c) revised. 65 FR 54604. Sept. 8, 2000, effective Nov. 7, 
2000] 

§ 1.112 Reconsideration before final action. 

After reply by applicant or patent owner (§ 1.111 
or § 1.945) to a non-final action and any comments by 
an inter partes reexamination requester (§ 1 .947), the 
application or the patent under reexamination will be 
reconsidered and again examined. The applicant, or in 
the case of a reexamination proceeding the patent 
owner and any third party requester, will be notified if 
claims are rejected, objections or requirements made, 
or decisions favorable to patentability are made, in the 
same manner as after the first examination (§ 1.104). 
Applicant or patent owner may reply to such Office 
action in the same manner provided in § 1.1 1 1 or 
§ 1.945. with or without amendment, unless such 
Office action indicates that it is made final (§ 1.1 13) 
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or an appeal (§ 1. 191) has been taken (§1.116). or in 
an inter partes reexamination, that it is an action clos- 
ing prosecution (§ 1.949) or a right of appeal notice 
(§ 1.953). 

[46 FR 29182, May 29. 1981; revised, 62 FR 53131, 
Oct. 10, 1997. effective Dec. 1, 1997; revised, 65 FR 
54604, Sept. 8, 2000. effective Nov-7, 2000; revised. 65 
FR 76756, Dec. 7, 2Q00, effective Feb. 5, 2001 J 

§ 1.113 Final rejection or action. 

(a) On the second or any subsequent examina- 
tion or consideration by the examiner the rejection or 
other action may be made final, whereupon appli- 
cants, or for ex parte reexaminations filed under 
§ 1.510, patent owner's reply is limited to appeal in 
the case of rejection of any claim (§ 1.191), or to 
amendment as specified in § 1.114 or § 1.116. Petition 
may be taken to the Commissioner in the case of 
objections or requirements not involved in the rejec- 
tion of any claim (§1.181). Reply to a final rejection 
or action must comply with § 1.1 14 or paragraph (c) 
of this section. For final actions in an inter partes 
reexamination filed under § 1.913, see § J. 953. 

(b) In making such final rejection, the examiner 
shall repeat or state all grounds of rejection then con- 
sidered applicable to the claims in the application,, 
clearly stating the reasons in support thereof. 

(c) Reply to a final rejection or action must 
include cancellation of, or appeal from the rejection 
of, each rejected claim. If any claim stands allowed, 
the reply to a final rejection or action must comply 
with any requirements or objections as to form. 

[24 FR 10332. Dec. 22, 1959; 46 FR 29182. May 29, 
1981; revised, 62 FR 53131. Oct. 10, 1997. effective Dec. 
1, 1997; revised, 65 FR 14865, Mar. 20, 2000, effective 
May 29, 2000 (adopted as final, 65 FR 50092, Aug. 16. 
2000); para, (a) revised, 65 FR 76756. Dec. 7, 2000, effec- 
tive Feb. 5, 2001] 

§ 1.114 Request for continued examination. 

(a) If prosecution in an application is closed, an 
applicant may request continued examination of the 
application by filing a submission and the fee set forth 
in § 1 . 1 7(e) prior to the earliest of: 

( 1 ) Payment of the issue fee, unless a petition 
under § 1 .3 1 3 is granted; 

(2) Abandonment of the application; or 



(3) The filing of a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit under 35 
U.S.C. 141, or the commencement of a civil action 
under 35 U.S.C. 145 or 146, unless the appeal or civir 
action is terminated. 

(b) Prosecution in an application is closed as 
used in this section means that the application is under 
appeal, or that the last Office action is a final action (§ 
1 . 1 1 3) ? a notice of allowance (§ 1 .3 1 1 ), or an action 
that otherwise closes prosecution in the application. 

(c) A submission as used in this section 
includes, but is not limited to, an information disclo- 
sure statement, an amendment to the written descrip- 
tion, claims, or drawings, new arguments, or new 
evidence in support of patentability. If reply to an 
Office action.under 35 U.S.C. 132 is outstanding, the 
submission must meet the reply requirements of 5 
1.111. * 

(d) if an applicant timely files a submission and 
fee set forth in § 1.17(e), the Office will withdraw the 
finality of any Office action and the submission will 
be entered and considered. If an applicant files a 
request for continued examination under this section 
after appeal, but prior to a decision on the appeal, it 
will be treated as a request to withdraw the appeal and 
to reopen prosecution of the application before the 
examiner. An appeal brief under § 1.192 or a reply 
brief under § 1.193(b), or related papers, will not be 
considered a submission under this section. 

(e) The provisions of this section do not apply 

to: 

(1) A provisional application; 

(2) An application for a utility or plant patent 
filed under 35 U.S.C. 1 1 1(a) before June 8, 1995; 

(3) An international application filed under 
35 U.S.C. 363 before June 8, 1995: 

(4) An application for a design patent; or 

(5) A patent under reexamination. 

[Added 65 FR 14865, Mar. 20. 2000. effective May 29, 
2000; revised 65 FR 50092, Aug. 1 6. 2000] 



AMENDMENTS 

§ 1.115 Preliminary amendments. 

(a) A preliminary amendment is an amendment 
that is received in the Office (§ 1.6) on or before the 
mail date of the first Office action under § 1 . 104. 
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(b) (1) A preliminary amendment will be entered 
unless disapproved by the Commissioner. A prelimi- 
nary amendment may be disapproved if the prelimi- 
nary amendment unduly interferes with the 
preparation of a first Office action in an application. 
Factors that will be considered in disapproving a pre- 
liminary amendment include: 

(1) The state of preparation of a first 
Office action as of the date of receipt (§ 1.6) of the 
preliminary amendment by the Office; and 

(ii) The nature of any changes to the speci- 
fication or claims that would result from entry of the 
preliminary amendment. 

(2) A preliminary amendment will not be dis- 
approved if it is filed no later than: 

(i) Three months from the filing date of an 
application under § 1.53(b); 

(ii) The filing date of a continued prosecu- 
tion application under § 1.53(d); or 

(iii) Three months from the date the 
national stage is entered as set forth in § 1.491 in an 
international application. 

(c) The time periods specified in paragraph 
(b)(2) of this section are not extendable. 

[46 FR 29183. May 29, J 981; removed and reserved, » 
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; added, 
65 FR 54604. Sept. 8, 2000, effective Nov. 7, 2000] 

§ 1.116 Amendments after final action or appeal. 

(a) An amendment after final action or appeal 
must comply with § KI 14 or this section. 

(b) After a final rejection or other final action 
(§ 1 .1 13) in an application or in an ex parte reexami- 
nation filed under § 1 .510, or an action closing prose- 
cution (§ 1.949) in an inter partes reexamination filed 
under § 1.913, amendments may be made canceling 
claims or complying with any requirement of form 
expressly set forth in a previous Office action. 
Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The 
admission of, or refusal to admit, any amendment 
after a final rejection, a final action, an action closing 
prosecution, or any related proceedings will not oper- 
ate to relieve the application or patent under reexami- 
nation from its condition as subject to appeal or to 
save the application from abandonment under 
§ 1.135, or the reexamination from termination. No 
amendment can be made in an inter partes reexamina- 



tion proceeding after the right of appeal notice under 
§ 1 .953 except as provided for in paragraph (d) of this 
section. 

(c) If amendments touching the merits of the 
application or patent under reexamination are pre- 
sented after final rejection, or after appeal has been 
taken, or when such amendment might not otherwise 
be proper, they may be admitted upon a showing of 
good and sufficient reasons' why they are necessary 
and were not earlier presented. 

(d) No amendment can be made as a matter of 
right in appealed cases. After decision on appeal, 
amendments can only be made as provided in §§ 
1.198 and 1.981, or to carry into effect a recommen- 
dation under § 1 . 1 96 or § 1 .977. 

[24 FR 10332, Dec. 22, 1959; 46 FR 29183. May 29, 
1981; para, (a) revised. 62 FR 53131, Oct. 10. 1997. effec- 
tive Dec. I, 1997; revised. 65 FR 14865, Mar. 20. 2000. 
effective May 29. 2000 (adopted as final, 65 FR 50092. 
Aug. 16, 2000): paras, (b) and (d) revised, 65 FR 76756. 
Dec. 7. 2000, effective Feb. 5. 2001] 

§ 1.117 [Reserved] 

[Removed and reserved. 62 FR 53131. Oct. 10. 1997, 
effective Dec. 1, 1997] 

§ 1.118 [Reserved] 

[48 FR 2712, Jan. 20. 1983. effective Feb. 27. 1983; 
removed and reserved. 62 FR 53131. Oct. 10. 1997. effec- 
tive Dec. 1, 1997] . 

§ 1.119 [Reserved] 

[32 FR 13583. Sept. 28, 1967; removed and reserved. 
62 FR 53131. Oct. 10, 1997. effective Dec. 1. 1997] 

§ 1.121 Manner of making amendments in appli- 
cation. 

(a) Amendments in applications, other than 
reissue applications. Amendments in applications, 
other than reissue applications, are made by filing a 
paper, in compliance with § 1 .52, directing that speci- 
fied amendments be made. 

(b) Specification other than the claims and list- 
ings provided for elsewhere (§§ 1.96 and 1.825). — 

(1) Amendment by instruction to delete, 
replace, or add a paragraph. Amendments to the 
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specification, other than the claims and listings pro- 
vided for elsewhere (§§ 1 .96 and 1 .825), may be made 
by submitting: 

(i) An instruction, which unambiguously 
identifies the location, to delete one or more, para- 
graphs of the specification, replace a deleted para- 
graph with one or more replacement paragraphs, or 
add one or more paragraphs; 

(ii) Any replacement or added para- 
graphs) in clean form, that is, without markings to 
indicate the changes that have been made; and 

(iii) Another version of any replacement 
paragraph(s), on one or more pages separate from the 
amendment, marked up to show all the changes rela- 
tive to the previous version of the paragraph(s). The 
changes may be shown by brackets (for deleted mat- 
ter) or underlining (for added matter), or by any 
equivalent marking system. A marked up version does 
not have to be supplied for an added paragraph or a ' 
deleted paragraph as it is sufficient to state that a par- 
ticular paragraph has been added, or deleted. 

(2) Amendment by replacement section. If the 
sections of the specification contain section headings 
as provided in §§ 1.77(b), 1.154(b), or § 1.163(c), 
amendments to the specification, other than the 
claims, may be made by submitting: , . 

(i) A reference to the section heading 
along with an instruction to delete that section of the 
specification and to replace such deleted section with 
a replacement section; 

(ii) A replacement section in clean form, 
that is, without markings to indicate the changes that 
have been made; and 

.7<iii) Another, version of the replacement 
section^ -on one or more pages separate from the 
amendment, marked up to show all changes relative to 
the previous version of the section. The changes may 
be shown by brackets (for deleted matter) or underlin- 
ing (for added matter), or by any equivalent marking 
system. 

(3) Amendment by substitute specification. 
The specification, other than the claims, may also be 
amended by submitting: 

(i) An instruction to replace the specifica- 
tion; 

(ii) A substitute specification in compli- 
ance with § 1.125(b); and 
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(iii) Another version of the substitute speci- 
fication, separate from the substitute specification, 
marked up to show all changes relative to the previous 
version of the specification. The changes may be 
shown by brackets (for deleted matter), or underlining 
(for added matter), or by any equivalent marking sys- 
tem. 

(4) Reinstatement: Deleted matter may be 
reinstated only by a subsequent amendment present- 
ing the previously deleted matter, 
(c) Claims. — 

(I) Amendment by rewriting, directions to 
cancel or add. Amendments to a claim must be made 
by rewriting such claim with all changes (e.g., addi- 
tions, deletions, modifications) included. The rewrit- 
ing of a claim (with the same number) will be 
construed as directing the cancellation of the previous 
version of that claim. A claim may also be canceled 
by an instruction. 

(i) A rewritten or newly added claim must 
be in clean form, that is, without markings to indicate 
the changes that have been made. A parenthetical- 
expression should follow the claim number indicating 
the status of the claim as amended or newly added 
(e.g., "amended," "twice amended," or "new"). 

(ii) If a claim is amended by rewriting such 
claim with the same number, the amendment must be 
accompanied by another version of the rewritten 
claim, on one or more pages separate from the amend- 
ment, marked up to show all the changes relative to 
the previous version of that claim. A parenthetical 
expression should follow the claim number indicating 
the status of the claim, e.g., "amended," "twice 
amended," etc. The parenthetical expression 
"amended," "twice amended," etc. should be the same 
for both the clean version of the claim under para- 
graph (c)(l)(i) of this section and the marked up ver- 
sion under this paragraph. The changes may be shown 
by brackets (for deleted matter) or underlining (for 
added matter), or by any equivalent marking system. 
A marked up version does not have to be supplied for 
an added claim or a canceled claim as it is sufficient to 
state that a particular claim has been added, or can- 
celed 

(2) A claim canceled by amendment (deleted 
in its entirety) may be reinstated only by a subsequent 
amendment presenting the claim as a new claim with 
a new claim number. 
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(3) A clean version of the entire set of pend- 
ing claims may be submitted in a single amendment 
paper. Such a submission shall be construed as direct- 
ing the cancellation of all previous versions of any 
pending claims. A marked up version is required only 
for claims being changed by the current amendment 
(see paragraph (c)(1)(H) of this section). Any claim 
not accompanied by a marked up version will consti- 
tute an assertion that it has not been changed relative 
to the immediate prior version. 

(d) Drawings, Application drawings > are 
amended in the following manner Any change to the 
application drawings must be submitted on a separate 
paper showing the proposed changes in red for 
approval by the examiner. Upon approval by the 
examiner, new drawings in compliance with § 1.84 
including the changes must be filed. 

(e) Disclosure consistency. The disclosure must 
be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to 
secure substantial correspondence between the 
claims, the remainder of the specification, and the 
drawings. 

(0 No new matter. No amendment may intro- 
duce new matter into the disclosure of an application. 

(g) Exception for examiners amendments' 
Changes to the specification, including the claims, of 
an application made by the Office in an examiner's 
amendment may be made by specific instructions to 
insert or delete subject matter set forth in the exam- 
iner's amendment by identifying the precise point in 
the specification or the claim(s) where the insertion or 
deletion is to be made. Compliance with paragraphs 
(b)(1), (b)(2) or (c)(1) of this section is not required. 

(h) Amendments in reissue applications. Any 
amendment to the description and claims in reissue 
applications must be made in accordance with 
§ 1-173. 

(i) Amendments in reexamination proceedings: 
Any proposed amendment to the description and 
claims in patents involved in reexamination proceed- 
ings in both ex parte reexaminations filed under 
§1.510 and inter partes reexaminations filed under 
§ 1.913 must be made in accordance with § 1.530(d)- 

0). 

(j) Amendments in provisional applications: 
Amendments in provisional applications are not nor- 
mally made. If an amendment is made to a provisional 



application, however, it must comply with the provi- 
sions of this section. Any amendments to a provi- 
sional application shall be placed in the provisional 
application file but may not be entered. 

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 
1981; para, (e), 49 FR 555, Jan. 4, 1984, effective Apr. I, 
1984; revised, 62 FR 53131. Oct. 10, 1997. effective Dec. 
1, 1997; revised, 65 FR 54604, Sept. 8 5 2000. effective 
Nov. 7, 2000; para, (i) revised, 65 FR 76756. Dec. 7. 2000. 
effective Feb. 5, 2001] 

§ 1.122 [Reserved] 

124 FR 10332, Dec. 22, 1959; para, (b), 49 FR 48416, 
Dec. 12. 1984, effective Feb. 11, 1985; removed and 
reserved. 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 
1997] 

§ L123 [Reserved] 

[48 FR 2712, Jan. 20. J 983, effective Feb. 27, 1983; 
49 FR 555, Jan. 4 r 1984. effective Apr. 1, 1984; amended. 
58 FR 38719, July 20, 1993, effective Oct. I, 1993; 
removed and reserved, 62 FR 53 1 3 1, Oct. 10, 1997. effec- 
tive Dec. 1. 1997] 

§ 1.124 [Reserved] 

[Removed and reserved, 62 FR 53131, Oct. 10. 1997. 
effective Dec. 1, 1997] 

§1.125 Substitute specification. 

(a) If the number or nature of the amendments 
or the legibility of the application papers renders it 
difficult to consider the application, or to arrange the 
papers for printing or copying, the Office may require 
the entire specification, including the claims, or any 
part thereof, be rewritten. 

(b) A substitute specification, excluding the 
claims, may be filed at any point up to payment of the 
issue fee if it is accompanied by: 

(1) A statement that the substitute specifica- 
tion includes no new matter, and 

(2) A marked up version of the substitute 
specification showing all the changes (including the 
matter being added to and the matter being deleted 
from) to the specification of record. Numbering the 
paragraphs of the specification of record is not con- 
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sidered a change that must be shown pursuant to this 
paragraph. 

(c) A substitute specification submitted under 
this section must be submitted in clean form without 
markings as to amended material. The paragraphs of 
any substitute specification, other than the claims, 
should be individually numbered-in Arabic numerals 
so that any amendment to the specification may be 
made by replacement paragraph in accordance with § 
1.121(b)(1). 

(d) A substitute specification under this section 
is not permitted in a reissue application or in a reex- 
amination proceeding. 

[48:FR 2712, Jan. 20, 1983. effective Feb. 27, 1983: 
revised,- 62 FR 53 1 3 1, Oct. 10, 1997, effective Dec. I. 
1997; paras, (b)(2) and (c) revised. 65 FR 54604, Sept. 8. 
2000. effective Nov. 7. 2000] 

§ 1.126 Numbering of claims. 

The original numbering of the claims must be pre- 
served throughout the prosecution. When claims are 
canceled the remaining claims must not be renum- 
bered. When claims are added, they must be num- 
bered by the applicant consecutively beginning with 
the number next following the highest numbered 
claim previously presented (whether entered or not). 
When the application is ready for allowance, the 
examiner, if necessary, will renumber the claims con- 
secutively in the order in which they appear or in such 
order as may have been requested by applicant. 

[32 FR 13583, Sept 28, 1967; revised, 62 FR 53131. 
Oct. 10. 1997. effective Dec. 1. 1997] 

§ 1.127 Petition from refusal to admit amend- 
ment. 

From the refusal of the primary examiner to admit 
an amendment, in whole or in part, a petition will lie 
to the Commissioner under §1.181. 

TRANSITIONAL PROVISIONS 

§ 1.129 Transitional procedures for limited 
examination after final rejection and 
restriction practice* 
(a) An applicant in an application, other than 
for reissue or a design patent, that has been pending 
for at least two years as of June 8, 1995, taking into 
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account any reference made in such application to any 
earlier filed application under 35 U.S.C. 120, 121 and 
365(c), is entitled to have a first submission entered 
and considered on the merits after final rejection 
under the following circumstances: The Office will 
consider such a submission, if the first submission and 
the fee set forth in § 1 . 1 7(r) are filed prior to the filing 
of an appeal brief and prior to abandonment of the 
application. The finality of the final rejection is auto- 
matically withdrawn upon the timely filing of the sub- 
mission and payment of the fee set forth in § 1.1 7(r). 
If a subsequent final rejection is made in the applica- 
tion, applicant is entitled to have a second submission 
entered and considered on the merits after the subse- 
quent final rejection under the following circum- 
stances: The Office will consider such a submission, 
if the second submission and a second fee set forth in 
§ 1 . 17(r) are filed prior to the filing of an appeal brief 
and prior to abandonment of the application. The 
finality of the subsequent final rejection is automati- 
cally withdrawn upon the timely filing of the submis- 
sion and payment of the second fee set forth in 
§ I.17(r). Any submission filed after a final rejection" 
made in an application subsequent to the fee set forth 
in § I.17(r) having been twice paid will be treated as 
set forth in § 1.116. A submission as used in this para- 
graph includes, but is not limited to, an information 
disclosure statement, an amendment to the written 
description, claims or drawings and a new substantive 
argument or new evidence in support of patentability. 

(b)( 1 ) In an application, other than for reissue or 
a design patent, that has been pending for at least 
three years as of June 8, 1995, taking into account any 
reference made in the application to any earlier filed 
application under 35 U.S.C. 120, 121 and 365(c), no 
requirement for restriction or for the filing of divi- 
sional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) The requirement was first made in the 
application or any earlier filed application under 
35 U.S.C. 120, 121 and 365(c) prior to April 8, 1995; 

(ii) The examiner has not made a require- 
ment for restriction in the present or parent applica- 
tion prior to April 8, 1995, due to actions by the 
applicant: or 

(Hi) The required fee for examination of 
each additional invention was not paid. 
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(2) If the application contains more than one 
independent and distinct invention and a requirement 
for restriction or for the filing of divisional applica- 
tions cannot be made or maintained pursuant to this 
paragraph, applicant will be so notified and given' a 
time period to: 

(i) Elect the invention or inventions to be 
searched and examined; if no election has been made 
prior to the notice, and pay the fee set forth in I.I 7(s) 
for each independent and distinct invention claimed in 
the application in excess of one which applicant 
elects; 

(ii) Confirm an election made prior to the 
notice and pay the fee set forth in § l.I7(s) for each 
independent and distinct invention claimed in the 
application in addition to the one invention which 
applicant previously elected; or 

(iii) File a petition under this section tra- 
versing the requirement. If the required petition is 
filed in a timely manner, the original time period for 
electing and paying the fee set forth in § l.I7(s) will 
be deferred and any decision on the petition affirming 
or modifying the requirement will set a new time 
period to elect the invention or inventions to be 
searched and examined and to pay the fee set forth in 
§ 1.1 7(s) for each independent and distinct invention 
claimed in the application in excess of one which 
applicant elects. 

(3) The additional inventions for which the 
required fee has not been paid will be withdrawn from 
consideration under § 1.142(b). An applicant who 
desires examination of an invention so withdrawn 
from consideration can file a divisional application 
under 35 U.S.C. 121. 

(c) The provisions of this section shall not be 
applicable to any application filed after June 8, 1995. 

[Added. 60 FR 20195. Apr. 25. 1995. effective June 8, 
1995) 

AFFIDAVITS OVERCOMING REJECTIONS 

§ 1.130 Affidavit or declaration to disqualify 
commonly owned patent or published 
application as prior art. 
(a) When any claim of an application or a 
patent under reexamination is rejected under 
35 U.S.C. 103 on a U.S. patent or U.S. patent applica- 
tion publication which is not prior art under 35 U.S.C. 



102(b), and the inventions defined by the claims in the 
application or patent under reexamination and by the 
claims in the patent or published application are not 
identical but are not patentably distinct, and the inven- 
tions are owned by the same party, the applicant or 
owner of the patent under reexamination may disqual- 
ify the patent or patent application publication as prior 
art. The patent or patent application publication can 
be disqualified as prior art by submission of: 

(1) A terminal disclaimer in accordance with 
§ 1.32 1(c); and 

(2) An oath or declaration stating that the 
application or patent under reexamination and patent 
or published application are currently owned by the 
same party, and that the inventor named in the appli- 
cation or patent under reexamination is the prior 
inventor under 35 U.S.C. 104. 

(b) When an application or a patent under reex- 
amination claims an invention which is not patentably 
distinct from an invention claimed in a commonly 
owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the 
application or a patent under reexamination. A judi- 
cially created double patenting rejection may be obvi- 
ated by filing a terminal disclaimer in accordance 
with§ 1.321(c). 

[Added, 61 FR 42790, Aug. 19. 1996. effective Sept. 
23. 1996; heading and para, (a) revised. 65 FR 57024. Sept. 
20, 2000. effective Nov. 29. 2000] 

§ 1.131 Affidavit or declaration of. prior inven- 
tion. 

(a) When any claim of an application or a 
patent under reexamination is rejected, the inventor of 
the subject matter of the rejected claim, the owner of 
the patent under reexamination, or the party qualified 
under §§ 1 .42, 1 .43, or 1 .47, may submit an appropri- 
ate oath or declaration to establish invention of the 
subject matter of the rejected claim prior to the effec- 
tive date of the reference or activity on which the 
rejection is based. The effective date of a U.S. patent, 
U.S. patent application publication, or international 
application publication under PCT Article 21(2) is the 
earlier of its publication date or date that it is effective 
as a reference under 35 U.S.C. 102(e). Prior invention 
may not be established under this section in any coun- 
try other than the United States; a NAFTA country, or 
a WTO member country. Prior invention may not be 
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established under this section before December 8 ? 
1993, in a NAFTA country other than the United 
States, or before January I, 1996, in a WTO member 
country other than a NAFTA country. Prior invention 

may not be established under this section if either: 

> 

(1) The rejection is based upon a U.S. patent 
or U.S. patent application publication of a pending or 
patented application to another or others which claims 
the same patentable invention as defined in § 
1.60J(n);or 

(2) The rejection is based upon a statutory 

bar. 

(b) The showing of facts shall be such, in char- 
acter and weight, as to establish reduction to practice 
prior to the effective date of the reference, or concep- 
tion of the invention prior to the effective date of the 
reference coupled with due diligence from prior to 
said date to a subsequent reduction to practice or to 
the filing of the application. Original exhibits of draw- 
ings or records, or photocopies thereof, must accom- 
pany and form part of the affidavit or declaration or 
their absence satisfactorily explained. 

[24 FR 10332. Dec. 22, 1959; 34 FR 18857. Nov. 26. 
1969; para. (a). 48 FR 2713. Jan. 20. 1983. effective Feb. 
27, 1983; para, (a), 50 FR 9381. Mar. 7. 1985, effective 
May 8, 1985; 50 FR 1 1366. Mar. 21, 1985; 53 FR 23733. 
June 23. 1988. effective Sept. 12, 1988; para, (a)(1) revised 
and para, (a)(2) added. 60 FR 21043, May 1, 1995, effec- 
tive May 31, 1995; pant (a) revised. 61 FR 42790. Aug. 19. 
1996. effective Sept. 23, 1996; heading and para, (a) 
revised. 65 FR 54604. Sept 8, 2000, effective Sept. 8. 
2000; para, (a) revised, 65 FR 57024, Sept. 20, 2000, effec- 
tive Nov. 29, 2000] 

§ 1.132 Affidavits or declarations traversing 
rejections or objections. 

When any claim of an application or a patent under 
reexamination is rejected or objected to, any evidence 
submitted to traverse the rejection or objection on a 
basis not otherwise provided for must be by way of an 
oath or declaration under this section. 

(48 FR 2713. Jan. 20. 1983. effective Feb. 27, 1983: 
revised, 61 FR 42790. Aug. 19. 1996, effective Sept. 23. 
1996; revised. 65 FR 54604. Sept. 8. 2000. effective Sept. 
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8, 2000; revised 65 FR 57024. Sept. 20, 2000, effective 
Nov. 29. 2000] 



INTERVIEWS 

§ 1.133 Interviews. 

(a)( I interviews with examiners concerning 
applications and other matters pending before the 
Office must be conducted on Office premises and 
within Office hours, as the respective examiners may 
designate. Interviews will not be permitted at any 
other time or place without the authority of the Com- 
missioner. 

(2) An interview for the discussion of the 
patentability of a pending application will not occur 
before the first Office action, unless the application is 
a continuing or substitute application. 

(3) The examiner may require that an inter- 
view be scheduled in advance. 

(b) Jn every instance where reconsideration is* 
requested in view of an interview with an examiner, a 
complete written statement of the reasons presented at 
the interview as warranting favorable action must be 
filed by the applicant. An interview does not remove 
the necessity for reply to Office actions as specified in 
§§ 1.111 and 1.135. 

[Para, (b) revised, 62 FR 53131. Oct. 10. 1997, effec- 
tive Dec. 1, 1997; para, (a) revised, 65 FR 54604, Sept. 8. 
2000. effective Nov. 7, 2000] 



TIME FOR REPLY BY APPLICANT; 
ABANDONMENT OF APPLICATION 

§ L134 Time period for reply to an Office action. 

An Office action will notify the applicant of any 
non-statutory or shortened statutory time period set 
for reply to an Office action. Unless the applicant is 
notified in writing that a reply is required in less than 
six months, a maximum period of six months is 
allowed. 

[47 FR 41276. Sept. 17. 1982. effective Oct. I, 1982; 
revised, 62 FR 53131. Oct. 10. 1997. effective Dec. 1. 
1997] 
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10 contain) the following language as the first paragraph of tlte 
bricl description of the drawings: 

The patent or application file contains at least one draw- 
ing executed in color. Copies of this patent or patent appli- 
cation publication with color drawing(s) will be provided by 
the Office upon request and payment of the necessary fee. 

(b) Photographs. — ^ 

(1) Black and white. Photographs, including photocopies 
of photographs, are not ordinarily permitted in utility and design 
patent applications. The Office will accept photographs in utility 
and design patent applications, however, if photographs are the 
only practicable medium for illustrating the claimed invention. 
For example, photographs or photomicrographs of: electrophore- 
sis gels, blots (e.g., immunological, western. Southern, and north- 
era), auto- radiographs, cell cultures (stained and unstained), 
histological tissue cross sections (stained and unstained), animals, 
plants, in vivo imaging, thin layer chromatography plates, crystal- 
line structures, and, in a design patent application, ornamental 
effects, are acceptable. If the subject matter of the application 
admits of illustration by a drawing, the examiner may require a 
drawing in place of the photograph. The photographs must be of 
sufficient quality so that all details in the photographs are repro- 
ducible in the printed patent. 

(2) Color photographs. Color photographs will be 
accepted in utility and design patent applications if the conditions 
for accepting color drawings and black and white photographs 
have been satisfied. See paragraphs (aX2) and (bXO of this sec- 
tion. 

***** 

608.01(g) Detailed Description 
of Invention 

A detailed description of the invention and draw- 
ings follows the general statement of invention and 
brief description of the drawings. This detailed 
description, requited by 37 CFR 1.71, MPEP § 
608.01, must be in such particularity as to enable any 
person skilled in the pertinent art or science to make 
and use the invention without involving extensive 
experimentation. An applicant is ordinarily permitted 
to use his or her own terminology, as long as it can be 
understood. Necessary grammatical corrections, how- 
ever, should be required by the examiner, but it must 
be remembered that an examination is not made for 
the purpose of securing grammatical perfection. 

The reference characters must be properly applied, 
no single reference character being used for two dif- 
ferent parts or for a given part and a modification of 
such part. In the latter case, the reference character, 
applied to the given part, with a prime affixed may 
advantageously be applied to the modification. Every 



feature specified in the claims must be illustrated, but 
there should be no superfluous illustrations. 

The description is a dictionary for the claims and . * 
should provide clear support or antecedent basis for 
all terms used in the claims. See 37 CFR 1.75, MPEP 
§608.01(0, §608.01(o), and § 1302.01. 

For completeness, see MPEP § 608.0 1 (p). 

USE OF SYMBOL "Phi"< IN PATENT APPLICA- 
TION 

The Greek letter "Phi" has long been used as a sym- 
bol in equations in all technical disciplines. It further 
has special uses which include the indication of an 
electrical phase or clocking signal as well as an angu- 
lar measurement. The recognized symbols for the 
upper and lower case Greek Phi characters, however, 
do not appear on most typewriters. This apparently 
has led to the use of a symbol composed by first strik- 
ing a zero key and then backspacing and striking the 
"cancel" or "slash" key to result in ah approximation 
of accepted symbols for the Greek character Phi. In , 
other instances, the symbol is composed using the 
upper or lower case letter "O" with the "cancel" or 
"slash" superimposed thereon by backspacing, or it is 
simply handwritten in a variety of styles. These expe- 
dients result in confusion because of the variety of 
type sizes and styles available on modern typewriters. 

In recent years, the growth of data processing has 
seen the increasing use of this symbol ("O") as the 
standard representation of zero.. .The "slashed" or 
"canceled" zero is used to indicate; zero and avoid 
confusion with the upper case letter "O" in both text 
and drawings. 

Thus, when the symbol "0" in one of its many vari- 
ations, as discussed above, appears in patent applica- 
tions being prepared for printing, confusion as to the 
intended meaning of the symbol arises. Those (such 
as examiners, attorneys, and applicants) working in 
the art can usually determine the intended meaning of 
this symbol because of their knowledge of the subject 
matter involved, but editors preparing these applica- 
tions for printing have no such specialized knowledge 
and confusion arises as to which symbol to print. The 
result, at the very least, is delay until the intended 
meaning of the symbol can be ascertained. 

Since the Office does not have the resources to con- 
duct a technical editorial review of each application 
before printing, and in order to eliminate the problem 
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of priming delays associated wilh the usage of these 
symbols, any question about the intended symbol will 
be resolved by the editorial staff of the Office of 
Patent Publication by printing the symbol 0 whenever 
that symbol is used by the applicant. Any Certificate 
of Correction necessitated by the above practice will 
be at the patentee's expense (37-CFR 1.323) because 
the intended symbol, was not accurately presented by 
the Greek upper or lower case Phi letters in the patent 
application. 

608.01(h) Mode of Operation 
of Invention 

The best mode contemplated by the inventor of car- 
rying out his or her invention must be set forth in me 
description. See 35 U.S.C. 1 12. There is no statutory 
requirement for the disclosure of a specific example. 
A patent specification is not intended nor required to 
be a production specification. Spectra-Physics, Inc. v. 
Coherent, Inc., 827 F.2d 1524, 1536, 3 USPQ2d 1737 
1745 (Fed. Cir. 1987); In re Gov, 309 F.2d 768 135 
USPQ 311 (CCPA 1962). The absence of a specific 
working example is not necessarily evidence that the 
best mode has not been disclosed, nor is the presence 
of one evidence that it has. In re Honn, 364 F 2d 454 
150 USPQ 652 (CCPA 1966). In determining the ade-- ' 
quacy of a best mode disclosure, only evidence of 
concealment (accidental or intentional) is to be con- 
sidered. That evidence must tend to show that the 
quality of an applicant's best mode disclosure is so 
poor as to effectively result in concealment. Spectra- 
Physics. Inc. v. Coherent. Inc.. 827 F.2d 1524, 1536 3 
USPQ2d 1737, 1745 (Fed Cir. 1987); In re Sher- 
wood, 613 F.2d 809, 204 USPQ 537 (CCPA 1980). 

The question of whether an inventor has or has not 
disclosed what he or she feels is his or her best mode 
is a question separate and distinct from the question of 
sufficiency of the disclosure. SpectrarPhysics, Inc. v. 
Coherent, Inc., 827 F.2d 1524, 1532, 3 USPQ2d 1737 
1742 (Fed. Cir. 1987); In re Glass, 492 F.2d 1228 181 
USPQ 31 (CCPA 1974); In re Gay, 309 F.2d 708* 135 
USPQ 31 1 (CCPA 1962). See 35 U.S.C. 112 and 37 
CFR 1.71(b). 

If the best mode contemplated by the inventor at the 
time of filing the application is not disclosed, such 
defect cannot be cured by submitting an 
amendment seeking to put into the specification 
something required to be there when the application 



was originally filed. In re Hav, 534 F.2d 917 189 
USPQ 790 (CCPA 1976). Any proposed amendment 
of this type should be treated as new matter. 

Patents have been held invalid in cases where the 
patentee did not disclose the best mode known to him 
or her. See Chemcast Corp. v. Arco Indus Corp 913 
F.2d 923. 16 USPQ2d 1033 (Fed. Cir. 1990); Dana 
Coip. v. IPC Ltd. Partnership, 860 F 2d 415 8 
USPQ2d 1692 (Fed. Cir. 1988); Spectra-Physics, Inc 
v. Coherent, Inc., 821 F.2d 1524, 3 USPQ2d 1737 
(Fed. Cir. 1987). 

For completeness, see MPEP § 608.01(d) and 6 
2165 to § 2165.04. 

608.01(i) Claims 

37 CFR 1.75. Claims 

(a) The specification must conclude with a claim particu- 
larly pointing out and distinctly claiming me subject matter which 
the applicant regards as his invention or discovery. 

(b) More than one claim may be presented provided they dif- 
fer substantially from each other and are not unduly multiplied. 

(c) One or more claims may be presented in dependent fonn, 
referring back to and further limiting another claim or claims in 
the same application. Any dependent claim which refers to more 
than one other claim (-multiple dependent claim" ) shall refer to 
such other claims in the alternative only. A multiple dependent 
claim shall not serve as a basis for any other multiple dependent 
claim. For fee calculation proposes under § 1.16, a multiple 
dependent claim will be considered to be that number of claims to 
which direct reference is made therein. For fee calculation pur- 
poses, also, any claim depending from a multiple dependent claim 
will be considered to be that number of claims to which direct ref- 
erence is made in that multiple dependent claim. In addition to the 
other filing fees, any original application which is filed with, or is 
amended to include, multiple dependent claims' must have paid 
therein the fee set forth in § 1.16(d). Claims in dependent fonn 
shall be construed to include all the limitations of the claim incor- 
porated by reference into the dependent claim. A multiple depen- 
dent claim shall be construed to incorporate by reference all the 
limitations of each of the particular claims in relation to which it is 
being considered. 

(dXDThe claim or claims must conform to the invention as 
set forth in the remainder of the specification and the ternis and 
phrases used in the claims must find dear support or antecedent 
basis in the description so that the meaning of the tenns in the 
1*580 ) ^ aSCertainablC by rcferencc 10 ,hc description (See § 

(2) See §§ 1.141 to 1.146 as to claiming different inven- 
tions in one application. 

(e) Where the nature of the case admits, as in the case of an 
improvement, any independent claim should contain in the fol- 
lowing order. (1) a preamble comprising a general description of 
all the elements or steps of the claimed combination which are 
conventional or known. (2) a phrase such as "wherein the 
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improvement comprises." and (3) those elements, steps and/or 
relationships which constitute that portion of the claimed combi- 
nation which the applicant considers as the new or improved por- 
tion. 

(0 If there are several claims, they shall be numbered con- 
secutively in Arabic numerals. 

(g) The least restrictive claim should be presented as claim 
number I, and all dependent claims should be grouped together 
with the claim or claims to which they refer to the extent practica- 
ble. 

(h) The claim or claims must commence on a separate sheet. 

(i) Where a claim sets forth a plurality of elements or steps, 
each element or step of the claim should be separated by a line 
indentation. 

For numbering of claims, see MPEP § 608.0 l(j). 
For form of claims, see MPEP § 608.01 (m). * 
For dependent claims, see MPEP § 608.01 (n). 
For examination of claims, see MPEP § 706. 
For claims in excess of fee, see MPEP § 714.10. 

608.01(j) Numbering of Claims 

37 CFR /. 126. Numbering of claims. 

The original numbering of the claims must be preserved 
throughout (he prosecution. When claims are canceled the remain- 
ing claims must not be renumbered. When claims are added, they * 
must be numbered by the applicant consecutively beginning with 
the number next following the highest numbered claim previously 
presented (whether entered or not). When the application is ready 
for allowance, the examiner, if necessary, will renumber the 
claims consecutively in the order in which they appear or in such 
order as may have been requested by applicant. 

In a single claim case, the claim is not numbered. 
Form paragraph 6.17 may be used to notify appli- 
cant. 

f 6.17 Numbering of Claims, 37 CFR 1.126 

The numbering of claims is not accordance with 37 CFR 
1.126, which requires the original numbering of the claims to be 
preserved throughout the prosecution. When claims are canceled, 
the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning 
with the number next following the highest numbered claims pre- 
viously presented (whether entered or not). 

Misnumbered claim [1] been renumbered [2]. 

Examiner Note: 

1. In bracket 1, insert appropriate claim numbers) and -has- 
or — have — . 

2. In bracket 2, insert correct claim numbers) and respec- 
tively - if more than one claim is involved. 



608.01(k) Statutory Requirement 
of Claims 

35 U.S.C. 112 requires that the applicant shall par- 
ticularly point out and distinctly claim the subject 
matter which he or she regards as his or her invention. 
The portion of the application in which he or she does 
this forms the claim or claims. This is an important 
part of the application, as it is the definition of that for 
which protection is granted. 

608.010) Original Claims 

In establishing a disclosure, applicant may rely not 
only on the description and drawing as filed but also 
on the original claims if their content justifies it. 

Where subject matter not shown in the drawing or 
described in the description is claimed in the applica- 
tion as filed, and such original claim itself constitutes 
a clear disclosure of this subject matter, then the claim 
should be treated on its merits, and requirement made 
to amend the drawing and description to show this 
subject matter. The claim should not be attacked 
either by objection or rejection because this subject 
matter is lacking in the drawing and description. It is 
the drawing and description that are defective, not the 
claim. 

It is, of course, to be understood that this disclosure 
in the claim must be sufficiently specific and detailed 
to support the necessary amendment of the drawing 
and description. 

608.01(m) Form of Claims 

The claim or claims must commence on a separate 
sheet and should appear after the detailed description 
of the invention. While there is no set statutory form 
for claims, the present Office practice is to insist that 
each claim must be the object of a sentence starting 
with M I (or we) claim,** 'The invention claimed is** (or 
the equivalent). If, at the time of allowance, the 
quoted terminology is not present, it is inserted by the 
Technology Center (TC) technical support staff. Each 
claim begins with a capital letter and ends with a 
period. Periods may not be used elsewhere in the 
claims except for abbreviations. See Fressola v. Man- 
beck, 36 USPQ2d 1211 (D.D.C. 1995). Where a claim 
sets forth a plurality of elements or steps, each ele- 
ment or step of the claim should be separated by a line 
indentation, 37 CFR 1.75(i). 
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There may be plural indentations to further segre- 
gate subcombinations or related steps. In general, the 
printed patent copies will follow the format used but 
printing difficulties or expense may prevent the dupli- 
cation of unduly complex claim formats. 

Reference characters corresponding to elements 
recited in the detailed description and the drawings 
may be used in conjunction with the recitation of the 
same element or group of elements in the claims. The 
reference characters, however, should be enclosed 
within parentheses so as to avoid confusion with other 
numbers or characters which may appear in the 
claims. The use of reference characters is to be con- 
sidered as having no effect on the scope of the claiitis. 

Many of the difficulties encountered in the prosecu- 
tion of patent applications after final rejection may be 
alleviated if each applicant includes, at the time of fil- 
ing or no later than the first reply, claims varying from 
the broadest to which he or she believes he or she is 
entitled to the most detailed that he or she is willing to 
accept. 

Claims should preferably be arranged in order of 
scope so that the first claim presented is the least 1 
restrictive. AH dependent claims should be grouped 
together with the claim or claims to which they refer 
to the extent practicable. Where separate species are 
claimed, the claims of like species should be grouped 
together where possible. Similarly, product and pro- 
cess claims should be separately grouped. Such 
arrangements are for the purpose of facilitating classi- 
fication and examination. 

The form of claim required in 37 CAR 1.75(e) is 
particularly adapted for the description of improve- 
ment-type inventions. It is to be considered a combi- 
nation claim. The preamble of this form of claim is 
considered to positively and clearly include all the 
elements or steps recited therein as a part of the 

claimed combination. 

*>> 

For rejections not based on prior art, see MPEP 
§ 706.03. 

The following form paragraphs may be used to 
object to the form of the claims. 



1 6.IH.UI Claims: Placement 

The claims in this application do not commence on a .separate 
sheet in accordance with 37 CFR 1 .52(b). Appropriate correction 
is required in response to this action. 

Examiner Note: 

This paragraph should only be used for applications filed on or 
after September 23, 1996. 

1 729.01 Claims Objected to. Minor Informalities 

ClaimlU objected to because, of the following infonnalities- 
[2J. Appropriate correction is required. 

Examiner Note: 

1 . Use this form paragraph to point out minor infonnalities such 
as spelling errors, inconsistent terminology, etc., which should be 
corrected. 

2. If the informalities render the claim(s) indefinite, use fonn 
paragraph 734.01 instead to reject the claim(s) under 35 U.S.C. 
1 1 2, second paragraph. 

f 7.29,02 Claims Objected to, Reference Characters Not 
Enclosed Within Parentheses 

The claims are objected to because they include reference char- 
acters which are not enclosed within parentheses. 

Reference characters corresponding to elements recited in the 
detailed description of the drawings and used in conjunction with 
the recitation of the same element or group of elements in the 
claims should be enclosed within parentheses so as to avoid con- 
fusion with other numbers or characters which may appear in the 
claims. See MPEP §608.0 1 (m). 

Examiner Note: 

1 . Use of this paragraph is optional. You may instead choose to 
correct the error yourself at time of allowance by infonnal exam- 
iner's amendment. 

2. If the lack of parentheses renders the claim(s) indefinite, use 
form paragraph 734.01 iastead to reject the claim(s) under 35 
U.S.C. 1 12, second paragraph. 

1 729.03 Claims Objected to. Spacing of Lines 

The claims are objected to because the lines are crowded too 
closely together, making reading and entry of amendments diffi- 
cult. Substitute claims with lines one and one-half or double 
spaced on good quality paper are required. See 37 CFR 1.52(b). 

Amendments to the claims must be in compliance 
with 37 CFR 1.121(c). Form paragraphs 6.33 and 
6.34 may be used to inform applicant of nonentry of 
amendments to the claims. 

f 6.33 Amendment to the Claims, 37 CFR L121 

The amendment to the claims filed on [1] does not comply with 
the requirements of 37 CFR 1.121(c) because [2]. Amendments to 
the claims filed after March I, 2001 must comply with 37 CFR 
1.121(c) which states: 

(O 
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( I ) Amendment bv rewriting, directions to cancel or add : 
Amendments to a claim must be made by rewriting such 
claim with all changes (e.g.. additions, deletions, modifica- 
tions) included. The rewriting of a claim (with the same 
number) will be construed as directing the cancellation of 
the previous version of (hat claim. A claim may also be can- 
celed by an instinct ion. 

(1) A rewritten or newly added claim must be in clean form, 
dial is, without markings to indicate the changes that have 
been made. A parenthetical expression should follow the 
claim number indicating the status of the claim as amended 
or newly added (e.g., ^amended" **twice amended," or 
"new"). 

(ii) If a claim is amended by rewriting such claim with (he 
same number, (he amendment must be accompanied by 
another version of the rewritten claim, on one or more pages 
separate from the amendment, marked up to show all the 
changes relative to the previous version of that claim. A par- 
enthetical expression should follow the claim number indi- 
cating the status of the claim, e.g., "amended," "twice 
amended," etc. The parenthetical expression "amended," 
44 twice amended," etc. should be the same for both the clean 
version of the claim under paragraph (cXIXO of this section 
and the marked up version under this paragraph. The 
changes may be shown by brackets (for deleted matter) or 
underlining (for added matter), or by any equivalent mark- 
ing system. A marked up version does not have to be sup- 
plied for an added claim or a canceled claim as it is 
sufficient to state that a particular claim has been added, or" 
canceled. 

(2) A claim canceled by amendment (deleted in its entirety) 
may be reinstated only by a subsequent amendment present- 
ing the claim as a new claim with a new claim number. 

Since the reply filed on [3] appears to be botiafidc, applicant is 
given a TIME PERIOD of ONE (1) MONTH or THIRTY (30) 
DAYS from the mailing date of this notice, whichever is longer, 
within which to submit an amendment in compliance with 37 CFR 
1.121 in order to avoid abandonment. EXTENSIONS OF THIS 
TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a) 

Examiner Note: 

1 . In brackets I and 3, insert the filing date of the reply. 

2. In bracket 2, insert the reason for non-compliance, eg.; fail- 
ure to provide a clean copy of an amended claim, failure to pro- 
vide a marked up version of the amended claim. 

608.01(h) Dependent Claims 

I. MULTIPLE DEPENDENT CLAIMS 

37 CFR 1.75. Claim(s). 

***** 



(c) One or more claims may be presented in dependent form, 
referring back to and further limiting another claim or claims in 
the same application. Any dependent claim which refers to more 
than one other claim ("multiple dependent claim") shall refer to ■ 
such other claims in the alternative only. A multiple dependent 
claim shall not serve as a basis for any other multiple dependent 
claim. For fee calculation purposes under § 1.16, a multiple 
dependent claim will be considered to be that number of claims to 
which direct reference is made therein. For fee calculation pur- 
poses, also, any claim depending from a multiple dependent claim 
will be considered to be that numoer of claims to which direct ref T 
erence is made in that multiple dependent claim. In addition to the 
other filing fees, any original application which is filed with, or is 
amended to include, multiple dependent claims must have paid 
therein the fee set forth in § 1.16(d). Claims in dependent form 
shall be construed to include all the limitations of the claim incor- 
porated by reference into the dependent claim. A 
multiple dependent claim shall be construed to incorporate by ref- 
erence all the limitations of each of the particular claims in rela- 
tion to which it is being considered. 

***** 

Generally, a multiple dependent claim is a depen- 
dent claim which refers back in the alternative to * 
more than one preceding independent or dependent 
claim. 

The second paragraph of 35 U.S.C 112 has been 
revised in view of the multiple dependent claim prac- 
tice introduced by the Patent Cooperation Treaty. 
Thus 35 U.S.C. 112 authorizes multiple dependent 
claims in applications filed on and after January 24, 
1978, as long as they are in the alternative form (e.g., 
"A machine according to claims 3 or ; 4, further com- 
prising — Cumulative claiming (e.g. f **A machine 
according to claims 3 and 4, further comprising — " ) 
is not permitted. A multiple dependent claim may 
refer in the alternative to only one set of claims. A 
claim such as "A device as in claims I, 2, 3, or 4, 
made by a process of claims 5, 6, 7, or 8" is improper. 
35 U.S.C. 112 allows reference to only a particular 
claim. Furthermore^ a multiple dependent claim may 
not serve as a basis for any other multiple dependent 
claim, either directly or indirectly. These limitations 
help to avoid undue confusion in determining how 
many prior claims are actually referred to in a multi- 
ple dependent claim. 

A multiple dependent claim which depends from 
another multiple dependent claim should be objected 
to by using form paragraph 7.45. 
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f 7.45 Improper Multiple Dependent Claims 

Claim [I] objected to under 37 CFR 1.75(c) as being in 
improper fonn because a multiple dependent claim [2] See 
MPEP§ 608.0100. Acconlingly, the claim [3] not been funher 
treated on the merits. 

Examiner Note: 

1. In bracket 2. insert .-should refer to other claims in the 
alternative only-, and/or, -<anno< depend from any other multi- 
ple dependent claim-. 

2. Use this paragraph rather than 35 U.S.C. 112. fifth para- 
graph. 

3. In bracket 3. insert -has- or -s have-. 

Assume each claim example given below is fronfa 
different application. 

A. Acceptable Multiple Dependent Claim 
Wording 

Claim 5. A gadget according to claims 3 or 4, fur- 
ther comprising — 

Claim 5. A gadgei as in any one of the preceding 
claims, in which — 

Claim 5. A gadget as in any one of claims 1, 2, and 
3, in which — 

Claim 3. A gadget as in either claim 1 or claim % 
further comprising — 

Claim 4. A gadget as in claim 2 or 3, further 
comprising — 

Claim 16. A gadget as in claims 1, 7, 12, or 15, fur- 
ther comprising — 

Claim 5. A gadget as in any of the preceding 
claims, in which — 

Claim 8. A gadget as in one of claims 4-7, in which 



B. Unacceptable Multiple Dependent Clam, 
Wording 

1. Claim Does Not Refer Back in the 
Alternative Only 

Claim 5. A gadgei according to claim 3 and 4, fur- 
ther comprising — 

Claim 9. A gadget according to claims 1-3 in 
which — 

Claim 9. A gadget as in claims I or 2 and 7 or 8 
which — 

Claim 6. A gadget as in the preceding claims in 
which -- 

Claim 6. A gadget as in claims 1 , 2, 3, 4 and/or 5 in 
which — ' 

Claim 10. A gadget as in claims 1-3 or 7-9 i n 
which — 

2. Claim Does Not Refer to a Preceding Claim 

Claim 3. A gadget as in any of the following 
claims, in which — 

Claim 5. A gadget as in either claim 6 or claim 8 in 
which — 

3. Reference to Two Sets of Claims to Different 
Features 

Claim 9. A gadget as in claim I or 4 made by the 
process of claims 5, 6, 7, or 8, in which — 

4. Reference Back to Another Multiple Depen- 
dent Claim 

Claim 8. A gadget as in claim 5 (claim 5 is a multi- 
ple dependent claim) or claim 7, in which — 



Claim 5. A gadget as in any preceding claim, in 
which — 

Claim 10. A gadget as in any of claims 1-3 or 7-9, 
in which — 

Claim 1 1. A gadget as in any one of claims 1, 2, or 
7rl0 inclusive, in which — 



35 U.S.C. 112 indicates that the limitations or ele- 
ments of each claim incorporated by reference into a 
multiple dependent claim must be considered sepa- 
rately. Thus; a multiple dependent claim, as such, does 
not contain all the limitations of all the alternative 
claims to which it refers, but rather contains in any 
one embodiment only those limitations of the particu- 
lar claim referred to for the embodiment under con- 
sideration. Hence, a multiple dependent claim must be 
considered in the same manner as a plurality of single 
dependent claims. 
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C Restriction Practice 

For restriction purposes, each embodiment of a 
multiple dependent claim is considered in the same 
manner as a single dependent claim. Therefore, 
restriction may be required between the embodiments 
of a multiple dependent claim. Also, some embodi- 
ments of a multiple dependent claim may be held 
withdrawn while other embodiments are considered 
on their merits. 

D. Handling of Multiple Dependent Claims by 
the Office of Initial Patent Examination 

The Office of Initial Patent Examination (OlPfe) is 
responsible for verifying whether multiple dependent 
claims filed with the application are in proper alterna- 
tive form, that they depend only upon prior indepen- 
dent or single dependent claims and also for 
calculating the amount of the filing fee. A new form, 
PTO-1360, has been designed to be used in conjunc- 
tion with the current fee calculation form PTO-875. 

E. Handling of Multiple Dependent Claims by 
the Technology Center Technical Support Staff 

The Technology Center (TC) technical support 
staff is responsible for verifying compliance with the 
statute and rules of multiple dependent claims added 
by amendment and for calculating the amount of any 
additional fees required. This calculation should be 
performed on form PTO- 1 360, 

There is no need for a TC technical support staff to 
check the accuracy of the initial filing fee since this 
has already* been verified by the Office of Initial 
Patent Examination when granting the filing date. 

If a multiple dependent claim (or claims) is added 
in an amendment without the proper fee, either by 
adding references to prior claims or by adding a new 
multiple dependent claim, the amendment should not 
be entered until the fee has been received. In view of 
the requirements for multiple dependent claims, no 
amendment containing new. claims or changing the 
dependency of claims should be entered before check- 
ing whether the paid fees cover the costs of the 



amended claims. The applicant, or his or her attorney 
or agent, should be contacted to pay the additional 
fee. Where a letter is written in an insufficient fee sit- 
uation, a copy of the multiple dependent claim fee cal- 
culation, form PTO-1360, should be included for 
applicant's information. 

Where the TC technical support staff notes that the 
reference to the prior clairris is improper in an added 
or amended multiple dependent claim, a notation 
should be made in the left margin next to the claim 
itself and the number 1, which is inserted in the "Dep. 
Claim" column of that amendment on form PTO- 
1360, should be circled in order to call this matter to 
the examiner's attention. 

F. Handling of Multiple Dependent Claims by 
the Examiner 

Public Law 94-131, the implementing legislation 
for the Patent Cooperation Treaty amended 35 U.S.C. 
1 1 2 to state that "a claim in dependent form shall con- 
tain a reference to a claim previously set forth " The 
requirement to refer to a previous claim had existed 
only in 37 CFR 1.75(c) before. 

The following procedures are to be followed by 
examiners when faced with claims which refer to 
numerically succeeding claims: 

If any series of dependent claims contains a claim 
with an improper reference to a numerically following 
claim which cannot be understood, the claim referring 
to a following claim should normally be objected to 
and hot treated on the merits. 

However, in situations where a claim refers to a 
numerically following claim and the dependency is 
clear, both as presented and as it will be renumbered 
at issue, all claims should be examined on the merits 
and no objection as to form need be made. In such 
cases, the examiner will renumber the claims into 
proper order at the time the application is allowed. 
(See Example B, below.) 

Any unusual problems should be brought to the 
supervisor's attention. 
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Example A 

(Claims 4 and 6 should be objected (o as not being 
understood and should not be treated on the mer- 
its.) 

I. Independent 

2. Dependent on claim 5 

3. Dependent on claim 2 * * 

4. 4 \ . . as in any preceding claim" 
5. Independent 

6. Dependent on claim 4 

Example B 

Note: Parenthetical numerals represent the claim 
numbering for issue should all claims be allowed. 
(All claims should be examined.) 

1. (J) Independent * 

2. (5) Dependent on claim 5 (4) 

3. (2) Dependent on claim 1(1) 

4. (3) Dependent on claim 3 (2) 

5. (4) Dependent on either claim 1 (1) or claim 3 
(2) 

The following practice is followed by patent exam- 
iners when making reference to a dependent claim 
either singular or multiple: 

(A) When identifying a singular dependent claim ■ 
which does not include a reference to a multiple 
dependent claim, either directly or indirectly, refer- 
ence should be made only to the number of the depen- 
dent claim. 

(B) When identifying the embodiments included 
within a multiple dependent claim, or a singular 
dependenrclaim which includes a reference to a mul- 
tiple dependent claim, either directly or indirectly, 
each embodiment should be identified by using the 
number ofthe claims involved, starting with the high- 
est, to the extent necessary to specifically identify 
each embodiment. 

(C) When all embodiments included within a 
multiple dependent claim or a singular dependent 
claim which includes a reference to a multiple depen- 
dent claim, either directly or indirectly, are subject to 
a common rejection, objection, or requirement, refer- 
ence may be made only to the number of the depen- 
dent claim. 

The following table illustrates the current practice 
where each embodiment of each claim must be treated 
on an individual basis: 



Claim 
No. 


Claim dependency 


Identification 

All claims Approved 
practice 


1 


Independent 


i 
1 


1 


2 


Depends from 1 


2/1 


2 


3 


Depends from 2 


3/2/1 


3 


4 


Depends from 2 or 3 


4/2/1 


4/2 






4/3/2/1 


4/3 


5 


Depends from 3 


5/3/2/1 


5 


6 


Depends from 2, 3. or 5 


672/1 


6/2 






6/3/2/1 


6/3 






6/5/3/2/1 


6/5 


7 


Depends from 6 


7/6/2/1 


7/6/2 






7/6/3/2/1 


7/673 . 






7/6/5/3/2/1 


7/6/5 



When all embodiments in a multiple dependent 
claim situation (claims 4, 6, and 7 above) are subject 
to a common rejection, objection, or requirements, 
reference may be made to the number of the individ- 
ual dependent claim only. For example, if 4/2 and 4/3 
were subject to a common ground of rejection, refer- 
ence should be made only to claim 4 in the statement 
of that rejection. 

The provisions of 35 U.S.C. 132 require that each 
Office action make it explicitly clear what rejection, 
objection and/or requirement is applied to each claim 
embodiment. 

G Fees for Multiple Dependent Claims 

1. Use of FormPTO-1360 

To assist in the computation of the fees for multiple 
dependent claims, a separate "Multiple Dependent 
Claim Fee Calculation Sheet," form FIX)- 1360, has 
been designed for use with the current "Patent Appli- 
cation Fee Determination Record," form PTO-875. 
Form PTO-1360 will be placed in the file wrapper by 
the Office of Initial Patent Examination (OIPE) where 
multiple dependent claims are in the application as 
filed If multiple dependent claims are not included 
upon filing but are later added by amendment, the 
examining group technical support staff will place the 
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form in (he file wrapper. If ihcre are multiple depen- 
dent claims in the application, the total number of 
independent and dependent claims for fee purposes 
will be calculated on form PTO-I360 and the total 
number of claims and number of independent claims 
is then placed on fonri PTO-875 for final fee calcula- 
lion purposes. 

2. Calculation of Fees 

(a) Proper Multiple Dependent Claim 

35 U.S.C. 41(a), provides that claims in proper 
multiple dependent form may not be considered as 
single dependent claims for the purpose of calculating 
fees. Thus, a multiple dependent claim is considered 
to be that number of dependent claims to which it 
refers. Any proper claim depending directly or indi- 
rectly from a multiple dependent claim is also consid- 
ered as the number of dependent claims as referred to 
in the multiple dependent claim from which it 
depends. 

(b) Improper Multiple Dependent Claim 

If none of the multiple dependent claims is proper, 
the multiple dependent claim fee set forth in 37 CFR 
1.16(d) will not be required. However, the multiple 
dependent claim fee is required if at least one multiple 
dependent claim is proper. 

If any multiple dependent claim is improper, OIPE 
may indicate that fact by placing an encircled numeral 
"1" in the "Dep. Claims" column of form PTO-1360. 
The fee for any improper multiple dependent claim, 
whether it is defective for either not being in the alter- 
native form or for being directly or indirectly depen- 
dent on a prior multiple dependent claim, will only be 
one, since only an objection to the form of such a 
claim will normally be made. This procedure also 
greatly simplifies the calculation of fees. Any claim 
depending from an improper multiple dependent 
claim will also be considered to be improper and be 
counted as one dependent claim. 



ENT OF APPLICATION * 608.0l(n) 

(c) Fee calculation example 



Chin 
1. 


iNo. 


... Ind 
1 


Dep. 


2. 








3. 








4. 








5. 






2 


6. 








7. 


Dependent on claim 4, 5 or 6 . . 




:::8 


8. 








9. 








10. 


Dependent on daim lor 9 ,. , 




,2 


11. 


Dependent on claims 1 and 9 




..<f> 




Total 


2 


13 



i) Comments On Fee Calculation Example 

Claim 1 — This is an independent claim; therefore, 
a numeral "1" is placed opposite claim number 1 in 
the "Ind." column. 

Claim 2 — Since this is a claim dependent on a , 
single independent claim, a numeral "1" is placed 
opposite claim number 2 of the "Dep." column. 

Claim 3 — Claim 3 is also a single dependent 
claim, so a numeral 44 1" is placed in the "Dep." col- 
umn. 

Claim 4 — Claim 4 is a proper multiple dependent 
claim. It refers directly to two claims in the alterna- 
tive, namely, claim 2 or 3. Therefore, a nupieral 44 2" to 
indicate direct reference to two claims is placed in the 
"Dep." column opposite claim number 4. 

Claim 5 — This claim is a singularly dependent 
claim depending from a multiple dependent claim. 
For fee calculation purposes, such a claim is counted 
as being that number of claims to which direct refer- 
ence is made in the multiple dependent claim from 
which it depends. In this case, the multiple dependent 
claim number 4 it depends from counts as 2 claims; 
therefore, claim 5 also counts as 2 claims. Accord- 
ingly, a numeral "2" is placed opposite claim number 
5 in the "Dep." column. 

Claim 6 — Claim 6 depends indirectly from a mul- 
tiple dependent claim 4. Since claim 4 counts as 2 
claims, claim 6 also counts as 2 dependent claims. 
Consequently, a numeral "2" is placed in the "Dep." 
column after claim 6. 

Claim 7 — This claim is a multiple dependent 
claim since it refers to claims 4, 5, or 6. However, as 
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can be seen by looking a( the "2" in the "Dep." col- 
umn opposite claim 4, claim 7 depends from a multi- 
ple dependent claim. This practice is improper under 
35 U.S.C. 112 and 37 CFR 1.75(c). Following the 
procedure for calculating fees for improper multiple 
dependent claims, a numeral "1" is placed in the 
"Dep." column with a circle drawn around it to alert 
the examiner that the.claim is improper. 

Claim H — Claim 8 is improper since it depends 
from an improper claim. If the base claim is in error, 
this error cannot be corrected by adding additional 
claims depending therefrom. Therefore, a numeral "I" 
with a circle around it is placed in the "Dep." column. 

Claim 9 — Here again we have an independent 
claim which is always indicated with a numeral "I Sin 
the "Ind." column opposite the claim number. 

Claim 10 — This claim refers to two independent 
claims in the alternative. A numeral "2" is, therefore, 
placed in the "Dep." column opposite claim 10. 

Claim 11 — Claim 1 1 is a dependent claim which 
refers to two claims in the conjunctive ("1" and "9" ) 
rather than in the alternative ("1" or "9" ). This form 
is improper under 35 U.S.C. 112 and 37 CFR 
1.75(c). Accordingly, since claim II is improper, an 
encircled number "1" is placed in the "Dep." column . 
opposite Claim II. ' 

ii) Calculation of Fee in Fee Example 

After the number of "Ind." and "Dep." claims are 
noted on form PTO-I360, each column is added. In 
this example, there are 2 independent claims and 13 
dependent claims or a total of 15 claims. The number 
of independent and total claims can then be placed on 
form PTO-875 and the fee calculated. 

II. TREATMENT OF IMPROPER DEPEN- 
DENT CLAIMS 

The initial determination, for fee purposes, as to 
whether a claim is dependent must be made by per- 
sons other than examiners; it is necessary, at that time, 
. to accept as dependent virtually every claim which 
refers to another claim, without determining whether 
there is actually a true dependent relationship. The 
initial acceptance of a claim as a dependent claim 
does not, however, preclude a subsequent holding by 
the examiner that a claim is not a proper dependent 
claim. Any claim which is in dependent form but 



which is so worded that it, in fact is not. as, for exam- 
ple, it does not include every limitation of the claim 
on which it depends, will be required to be canceled- 
as not being a proper dependent claim; and cancela- 
tion of any further claim depending on such a depen- 
dent claim will be similarly required. Where a claim 
in dependent form is not considered to be a proper 
dependent claim under 37 CFR 1.75(c), the examiner 
should object to such claim under 37 CFR 1 .75(c) and 
require cancellation of such improper dependent 
claim or rewriting of such improper dependent claim 
in independent form. See Ex parte Porter 
25USPQ2d 1144, 1147 (Bd. of Pat. App. & |„ te r 
1992) (A claim determined to be an improper depen- 
dent claim should be treated as a formal matter, in that 
the claim should be objected to and applicant should 
be required to cancel the claim (or replace the 
improper dependent claim with an independent claim) 
rather than treated by a rejection of the claim under 
35 U.S.C. 112, fourth paragraph.). The applicant may 
thereupon amend the claims to place them in proper 
dependent form, or may redraft them as independent ' 
claims, upon payment of any necessary additional fee. 

Note, that although 37 CFR 1.75(c) requires the 
dependent claim, to further limit a preceding claim, 
this rule does not apply to product-by-process claims. 

Claims which are in improper dependent form for 
failing to further limit the subject matter of a previous 
claim should be objected to under 37 CFR 1.75(c) by 
using form paragraph 7.36. 

f 7.36 Objection. 37 CFR 1.75(c). Improper Dependent 
Claim 

Claim [1] objected to under 37 CFR 1.75(c), as being of 
improper dependent fonn for failing lo further limit (he subject 
matter of a previous claim. Applicant is required to cancel the 
claim(s). or amend the claim(s) to place the claim(s) in proper 
dependeni form, or rewrite (he claim(s) in independent fonn. (2]. 

Examiner Note: 

1 . In bracket 2, insert an explanation of what is in the claim and 
why ii does not constitute a further limitation. 

2. Note Ex parte Porter. 25 USPQ2d 1144 (Bd. Pat. App & 
Inter. 1992) for situations where a method claim is considered to 
be properly dependent upon a parent apparatus claim and should 
not be objected to or rejected under 35 VS.C. 112. fourth para- 
graph. See also MPEP |608.0l(n). "Infringement Test" for 
dependent claims. The test for a proper dependent claim is 
whether the dependent claim includes every limitation of the par- 
ent claim. The test is am whether the claims diner in scope A 
proper dependent claim shall not conceivably be infringed by any- 
thing which would not also infringe the basic claim. 
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REVISED AMENDMENT PRACTICE: 37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY - Effective Date: July 30, 2003 

All amendments filed on or after the effective date noted above must comply with revised 37 CFR 1.121. See Final 
Rule: Changes To Implement Electronic Maintenance of Official Patent Application Records (68 Fed. Reg. 
3861 1 (June 30, 2003), posted on the Office's website at* http://ww.uspto.gov/web/patents/ifw/ 
with related information. The amendment practice set forth in revised 37 CFR 1.121, and described below, replaces 
the voluntary revised amendment fc>rmat avails NOTE: STRICT 

COMPLIANCE WITH THE REVISED 37 CFR 1.121 IS REQUIRED AS OF THE EFFECTIVE DATE (July 
30, 2003). The Office will notify applicants of amendments that are not accepted because they do not comply with 
revised 37 CFR 1.121 via a Notice of Non-Compliant Amendment. See MPBP 714.03 (Rev. 1, Feb. 2003). The non- 
compliant sections) will have to be corrected and the entire corrected sections) resubmitted within a set period. 

Bold underlined italic font has been used below to highlight the major differences between the revised 37 CFR 

1. 1 21 and the voluntary revised amendment format that applicants could use since February, 2003. 

Note: The amendment practice for reissues and reexamination proceedings, except for drawings, has not changed. 

REVISED AMENDMENT PRACTICE 

L Begin each section of an amendment document on a separate sheet: 

Each section of an amendment document {e.g., Specification Amendments, Claim Amendments, Drawing 
Amendments, and Remarks) must begin on a separate sheet. Starting each separate section on a new page will 
facilitate the process of separately indexing and scanning each section of an amendment document for placement in an 
image file wrapper. 

IL Two versions of amended parttel no longer required: 

37 CFR 1.121 has been revised to no longer require two versions (a clean version and a marked up version) of 
each replacement paragraph or section, or amended claim. Note, however, the requirements for a clean 
version and a marked up version for substitute specifications under 37 CFR 1.125 have been retained. 

A) Amendments to the claims: 

Each amendment document that includes, a change to an existing claim, cancellation of a claim or submission of a new 
r1aim A must include a complete listing of all claims in the application. After each claim number in the listing, the 
status must be indicated in a parenthetical expression, and the text of each pending claim (with markings to show 
current changes) must be presented. The claims in the listing will replace all prior claims in the application. 

(1) The current status of all of the claims in the application, including any previously canceled, not entered or 
withdrawn claims, must be given in a parenthetical expression following the claim number using only one of 
the following seven status identifiers: (original), (currently amended), (canceled), (withdrawn), (new), 
(previously presented) and (not entered). The text of all pending claims, including withdrawn claims, must 
be submitted each time any claim is amended Canceled and not entered claims must be indicated by only 
the claim number and status, without presenting the text of the claims. 

(2) The text of all claims being currently amended most be presented in the claim listing with markings to indicate 
the changes that have been made relative to die immediate prior version. The changes in any amended claim 
must be shown by underlining (for added matter) or strikethrough (for deleted matter) with 2 exceptions: (1) 
for deletion of five characters or fewer, double brackets may be used (e.g.. fferoorll): and (2) if 
strikethrough cannot be easily perceived (eg., deletion of the number u 4 n or certain punctuation marks), 
double brackets must be used (e.e>, f 14111 As an alternative to using double brackets, however, extra 
portions of text may be included before and after text being deleted, all in strikethrough* followed bv 
including and underlining the extra text with the desired change (e.g., number 4 as number 14 as) . An 
accompanying clean version is not required and should not be presented. Only claims of the status "currently 
amended," and "withdrawn" that are being amended, may include markings. 

(3) The text of pending claims not being currently amended including withdrawn claims, must be presented in 
the claim listing in clean version, i.e., without any markings. Any claim text presented in clean version will 
constitute an assertion that it has not been changed relative to flic immediate prior version except to omit 
markings that may have been present in the immediate prior version of the claims. 
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(4) A claimbeing canceled must be listed in the claim listing with the status identifier "canceled"; the text of the 
claim must not be presented Providing an instruction to cancel is optional. 

(5) Any rlnim* added by amendment must be presented in the claim listing with the status identifier "(&ew)"; the 
text of the claim must not be underlined 

(6) AH of the claims in the claim listing mus t be presented in ascending numerical order. Consecutive canceled, 
or not entered, claims may be aggregated into one statement (e.g., Claims 1 - 5 (canceled)). 

Example of listing of claims (use of the word "claim" before the claim number is optional): 

Claims 1-5 (canceled) 

Claim 6 (previously presented): A bucket with a handle. 

Claim 7 (withdrawn): A handle corcprising an elongated wire. 

Claim 8 (withdrawn): The handle of claim 7 further comprising a plastic grip. 

Claim 9 (currently amended): A bucket with a green blue handle. 

Claim 10 (original): The bucket of claim 9 wherein the handle is made of wood 

Claim 11 (canceled) 

Claim 12 (not entered) 

Claim 13 (new): A bucket with plastic sides and bottom 
V\ Amendments to the specification: 

Amendments to the specification, including the abstract, must be made by presenting a replacement paragraph or 
section or abstract marked up to show changes made relative to the immediate prior version. An accompanying clean 
version is not required and should not be presented Newly added paragraphs or sections, including a new abstract 
(instead of a replacement abstract), must not be underlined A replacement or new abstract must be submitted on a 
separate sheet, 37 CFR 1.72. If a substitute specification is being submitted to incorporate extensive amendments, 
both a clean version (which will be entered) and a marked up version must be submitted as per 37 CFR 1. 125. 

The changes in any replacement paragraph or section, or substitute specification must be shown by underlining (far 
added matter) or strikethrough (for deleted matter) with 2 exceptions: (1) for deletion of five characters or fewer, 
double brackets may be used (e.g. % fferoorfl); and (2) if strikethrough cannot be easily perceived (e.g. t deletion of 
the number "4" or certain punctuation marks), double brackets must be used feg., ff41J). As an alternative to 
using double brackets, however, extra portions of text may be included before and after text being deleted, all in 
strikethrough. followed bv including and underlining the extra text with the desired change (e.g., number 4 as 
number 14 as) 

O Amendments to drawing figures: 

Drawing changes mnst be made by presenting replacement figures which incorporate the desired changes and which 
comply with 37 CFR 1.S4. An explanation of die changes made mnst be presented either in the drawing amendments, 
or remarks, section of die amendment, and may be accompanied by a marked-up copy of one or more of the figures 
being amended, with annotations. Any replacement drawing sheet must be Identified in the top margin as 
"Replacement Sheet" and include all of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended Any marked-up (annotated) copy showing changes must be labeled 
"Annotated Marked-up Drawings" and accompany the replacement sheet in the amendment (eg., as an appendix) . 
The figure or figure number of the amended drawing(s) must not be labeled as "amended." If the changes to the 
drawing figure(s) are not accepted by the examiner, applicant will be notified of any required corrective action in the 
next Office action No further drawing submission will be required, unless applicant is notified 

Questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should be 
directed to: Elizabeth Dougherty or Gena Jones, Legal Advisors, or Joe Narcavage, Senior Special Projects Examiner, 
Office of Patent Legal Administration, by e-mail to patentpractice@nspto.gov or by phone at (703) 305-1616. 
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It appears that the applicant in this application is a pro se applicant (an inventor filing the application 
alone without the benefit of a Patent Attorney or Agent). Applicant may not be aware of the preferred 
methods of ensuring timely filing of responses to communications from the Office and may wteh to 
consider using the Certificate of Mailing or the Certificate of Transmission procedures outlined below. 

CERTIFICATE OF MAILING 

To ensure that the Applicant's mailed response is considered timely filed, it is advisable to include a 
"certificate of mailing" on at least one page (preferably on the first page) of the response. This 
"certificate" should consist of the following statement: 

I hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail in an 
envelope addressed to: "Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313-1450" on (date). 

(Typed or printed name of the person signing this certificate) 

(signature) 

CERTIFICATE OF TRANSMISSION 

Alternatively, if applicant wishes to respond by facsimile rather than by mail, another method to ensure 
that the Applicant's response is considered timely filed, is to include a "certificate of transmission" on at 
least one page (preferably on the first page) of the response. This method should be used by foreign 
applicants without access to the U.S. Postal Service. This "certificate" should consist of the following 
statement: 

I hereby certify that this correspondence is being facsimile 
transmitted to the United States Patent and Trademark Office, 
Fax No. (703) - o n (date). 

(Typed or printed name of the person signing this certificate) 

(signature) 

These "Certificates" may appear anywhere on the page, and may be handwritten or typed. They must 
be signed, and the date must be the actual date on which it is mailed or transmitted. 
For the purpose of calculating extensions of time, the date shown on the certificate will be construed as 
the date on which the paper was received by the Office, regardless of the date the U.S. Postal Service 
actually delivers the response, or the fax is "date-stamped" in. In this way, postal or transmission delays 
do not affect the extension-of-time fee. 

In the event that a communication is not received by the Office, applicant's submission of a copy of the 
previously mailed or transmitted correspondence showing the originally signed Certificate of Mailing or 
Transmission statement thereon, along with a statement from the person signing the statement which 
attests to the timely mailing or transmitting of the correspondence, would be sufficient evidence to entitle 
the applicant to the mailing or transmission date of the correspondence as listed on the Certificate of 
Mailing or Transmission, respectively. 

NOTICE TO APPLICANT: In the case of lost or late responses the use of other "receipt producing" 
forms of mailing a correspondence to the Patent Office, such as Certified Mail, or a private shipper such 
as FedEx, WILL NOT result in the applicant getting the benefit of the mailing date on such receipts. 
These receipts are not considered to be acceptable evidence since there is nothing to "tie-in" the receipt 
with the particular document allegedly submitted. 



